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ing the opinion issued on September 9, 
2005 [422 F.3d 1378]. 

The opinion is amended by amending 
the last sentence of page 13 [422 FM at 
1386] to read "We therefore affirm the 
district court's holding of 
as to the 76 asserted claims." 

The following new paragraphs are also 
added after the last-sentence of page 13: 
— Although the district court did 
not make , its resolution' of the laches 
issue applicable to the remaining claims, 
holding that the question would be de- 
cided only if it later became necessary to 
do so, in our view, the more appropriate 
course of action is to apply the laches 
holding to all of the claims in the 14 
asserted patents. LemelsOn does not 
provide any persuasive reason why that 
should not be so. 

All of the daims. were in issue in this 
lawsuit, and all were held invalid and not 
infringed. Moreover, all of the claims 
are purportedly supported by the same 
specification with the same effective fil- 
ing dates. Thus, all of the subject mat- 
ter in fiie patents in suit Was pending for 
an unreasonably long period of time, and 
the delays in prosecution to issuance of 
the asserted 76 claims applied to all of 
the remaining claims. Accordingly, in 
this exceptional case, prejudice to the 
public as a whole has been shown here 
in the long period of time during which 
parties, including the plaintiffs, have in- 
vested in the technology described in the 
delayed patents. These are sufficient 
bases to extend the district court's lach- 
es holding of unenforceability of the 76 
asserted claims to all Of the claims of the 
asserted patents. Thus, we hold that all 
of the claims of the 14 asserted patents 
are unenforceable under the doctrine of 
prosecution laches.— 

At the beginning of page 2 [422 F.3d at 
1380], "Lemelson's patents are unenforcea- 



ble under the doctrine of prosecution lachr 
es, we - affirm" has been changed, to— 76 
claims of Lemelson's patents are unen- 
forceable under the doctrine «f prosecution 
laches, we affirm that judgment and ex- 
tend it to apply to all of: the claims in, the 
asserted patents.— 

In the last sentence of the opinion, be- 
fore AFFIRMED, "and extend it to all of 
the claims of the 14 patents" has been 
inserted after "district court". 

(2) The petition for rehearing en banc is 
denied. \ t . . 

(3) The mandate of the court will issue 
on November 23, 2005, 

■ ii- ■ -\- fit 

SCHALL, Circuit Judge, LINN, Circuit 
Judge, and PROST, Circuit Judge, did not 
participate in the vote. ' 



(p |HTMUMSI«tWTl>l^ 



INVITROGEN CORPORATION (for- 
merly known as Life Technologies, 
Inc.), Plaintiff-Appellant, 



v. 



CLONTECH LABORATORIES, INC., 
Defendant-Cross Appellant. 

No. 04-1039, 04-1040. 

United States Court of Appeals, 
Federal Circuit. 

Nov. 18, 2005. 
Background: Patent holder brought in- 
fringement action against competitor over 
patents that disclosed genetically modified 
enzyme, reverse transcriptase, involved in 
DNA replication. The United States Dis- 
trict Court for the District of Maryland, 
Alexander Williams, Jr., J., invalidated 
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claims in patents as anticipated and deteir- 
imined that claims were enabled; satisfied 
written description requirement, and com- 
petitor's products literally infringed cer- 
Aain daims. Parties appealed. ' ; • k;i ■ 

Holdings: The Court of 'Appeals^Gajareia, 
Circuit Judge, held thafe 

.(1) competitor did not show by clear and 
'convincing evidence that researcher 
conceived of genetically engineered re- 
verse transcriptase enzyme w&h', no 
RNase H activity, but haying 'p$& 
polymerase activity, before critical 

. date;. *; ; _ 

i2) fact issue existed as to whether re- 
7 searcher conceived of genetically engi- 
■ fc neered reverse transcriptase enzyme 
•* v 'Wk no RNase H activity/but having 
DNA polymerase activity, before criti- 
cal date; ■■„■- , .... 

^8) ; declaration by competitor's expert, 
^ s ? ^rai6h "merely ' Stated that conception of 
v invention occurred on particular date, 
combined with extensive attorney ar- 
gument regarding multiple notebook 
; entries, was inadequate to prove con- 
ception; 

(4) .patentee fully taught mode of making 
claimed invention; . 

(5) written description requirement had 
been satisfied; 

(6) complete absence of RNase H activity 
had to be shown by gel assay; and 

<7). opinion offered by competitor's expert, 
that differed from opinion offered: by 
patent holder's expert and other scien- 
tists regarding interpretation of patent 
holder's gel assay evidence, did not 
create genuine issue of material fact 

Affirmed in part, vacated in part, and ; re- 
manded. 



Competitor did not show by clear and 
convincing evidence to one of skill in the 
art that researcher, other than applicant 
for patent that dealt with molecu^ff biolo- 
gy, conceived' of gehetibally engineered re- 
vei^'ta^nscripti^ ettzyme with no RNase 
H activity, butr having DNA ; polymerase 
activity; before mtiical date, w^ere there 
was no corroborating evidence of i^arch- 
er's purported belief, and- it could not be 
determined that researcher had^^reviewed 
evidence of such discovery and. understood 
its import;; r^searclj thftt was peiog con- 
ducted |.t f time was general jn nature and it 
was un^pwn^ at time wi^j^ier it was even 
possible to jnake RNase H minus, RT with 
DNA polymerase activity. 35 U,S.CA. 

§.ib?(g^: ; 

2. Patents ®*90(1) jkk • ,*V : u.r,-^?:-, 

In a patent case, cbneeptibn isa legal 
conclusion premised on various imderlying 
facts. 35 U.S.CJL § 102(g)(2). f! rf ' ' 

3. Patents <3=»90(1) 

In a patent case, conception defines 
the legally operative moment of invention; 
it is the formation in the mind of 'the 
inventor, of a 1 definite and permanent' idea 
of the complete and operative invention, as 
it is to be applied in practice. 35 
§ 102(g). ■ • ■ ■• 

4. Patents ®*90(1) 

An idea is suffidentiy" definite and 
permanent for conception hi the patent 
context if it provides one skilled in the art 
with enough guidance to understand the 
invention* that is, when the inventor has a 
specific, settled idea, a particular solution 
to the problem at hand, not just a general 
goal or research plan he hopes to pursue. 
35 U.S.CA § 102(g). 

5. Patents ®=»90(1) ■• \ ,,; 

Conception, in determining priority of 
invention, requires both the idea ;pf the 



1054 



429 FEDERAL REPORTER, 3d SERIES 



invention's structure and possession of an 
operative method of making it 35 
U.S.CA § 102(g). 

6. Patents <s=»90(l) 

With regard to a claimed chemical 
compound, conception requires that the , in- 
ventor be able to define the compound so 
as to distinguish it from other materials, 
and to describe how to obtain it. 35 
U.S.C.A. § 102(g). 

7. Patents ®=90(1) 

An accidental and unappreciated du- 
plication of an invention does not defeat 
the patent right of one who, though later 
in time, was the first to recognize that 
which constitutes the inventive subject 
matter; thus, the date of conception of a 
prior inventor's invention is the date the 
inventor first appreciated the fact of what 
he made, or, in other words, conception 
requires that the inventor appreciate that 
which he has invented. 35 U.S.CA 
§ 102(g). 

8. Patents «=>91(3) 

In a conception inquiry, identifying 
when, during an emerging recognition that 
a particular invention includes something 
new, the inventor's understanding reaches 
the level needed for appreciation, requires 
objective corroboration of the inventor's 
subjective beliefs. 35 U.S.C.A, § 102(g). 

9. Patents <^>91(3) 

In a conception inquiry, objective evi- 
dence is an important part of the apprecia- 
tion analysis; indeed, because of the dan- 
ger in post-hoc rationales by an inventor 
claiming priority, a court requires objec- 
tive evidence to corroborate an inventor's 
testimony concerning his understanding of 
the invention. 35 U.S.C A § 102(g). 

10. Patents ®=91(3) 

In a conception inquiry, it is not 
enough that a party adduce evidence that 



objective test results comport with an in- 
ventor's testimony concerning his state of 
mind; rather, there must also be evidence 
that the junior party timely interpreted or 
evaluated the results, and understood 
them to show the existence the invention. 
35 U.S.CA. § 102(g). 

IX. Patents ©=>323.2(3) 

Genuine issue of material fact existed 
as to whether researcher conceived of ge- 
netically engineered reverse transcriptase 
enzyme with no RNase H activity, but 
having DNA polymerase activity, before 
critical date, precluding summary judg- 
ment on conception issue in infringement 
lawsuit over patent that disclosed genet- 
ically modified enzyme, reverse transcrip- 
tase, involved in DNA replication. 35 
U.S.C.A. § 102(g); Fed.Rules Civ.Proc. 
Rule 56, 28 U.S.C A. 

12. Patents e=»91(4) 

Declaration by competitor's expert on 
summary judgment, which merely stated 
that conception of invention occurred on 
particular date, combined with extensive 
attorney argument regarding multiple no- 
tebook entries, was inadequate to prove 
conception, since expert's statement diri 
not give court any substantive factual guid- 
ance and unsubstantiated attorney argu- 
ment regarding meaning of technical evi- 
dence was no substitute for competent, 
substantiated, expert testimony. 3.5 
U.S.C-A. § 102(g); Fed.Rules Civ.Proe. 
Rule 56(e), 28 U.S.CJL 

13. Federal Courts «=»813 

The denial of a motion for partial 
summary judgment is reviewed for abuse 
of discretion. Fed.Rules Civ.Proc.Rule 56, 
28 U.S.CA 

14. Federal Courts <s=>769 

As a general proposition, when a trial 
court disposes finally of a case, any inter- 
locutory rulings merge with the final 
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judgment; thus, both the order finally 
disposing of the case and the interlocutory 
orders are reviewable on appeal. P . : 

^Patents *=»99 

Patentee fully taught mode of making 
claimed invention, for purpose of competi- 
tor's claim of lack of enablement of patent 
that disclosed genetically modified enzyme, 
reverse transcriptase, involved in DNA re- 
plication, by fully describing operable 
method for achieving claimed deletion mu- 
tation. 35 U.S:CA.§ 112. 

16. Patents «=»314(5) 

In- a patent - case, enablement is a 
question of law. 

17. Patents <S»99 

.' A patient specification must enable 
those skilled in the art to make and Use 
full scope 1 of the claimed invention 
without undue experimentation in order to 
extract meaningful disclosure of the inven- 
tion and, by this disclosure, advance the 
technical arts. 35 U.S.CJL § 112. . * 

18. Patents «»99 ' . 

Scope of patent claims must be less 
than or equal to the scope Of enablement; 
scope of enablement, in turn, is that which 
is disclosed in the specification plus the 
scope of what would be known to one of 
ordinary skill in the art without undue 
experimentation; thus, the enabling disclo- 
sure is operational as a limitation on claim 
validity. 35U.S.CA.§ 112. 

19. Patents &»99 

Enablement does not require the in- 
ventor to foresee every means of imple- 
menting an invention at pains of losing his 
patent franchise. 35 U.S.C-A. § 112. 

20. Patents ©=99 

Written description requirement had 
been satisfied, as to patent that disclosed 
genetically modified enzyme, reverse tran- 
scriptase, involved in DNA replication, 



where written i description . recited both 
DNA and amino acid sequenced of repre- 
sentative embodiment of claimed RJC en- 
zyme and specification also disclosed test 
data that enzyme produced by listed se- 
quence had claimed features of DNA po- 
lymerase activity without RNase H activi- 
ty. 35 U.S.C A § 112. 

21. Patents <3=>314(5) r,i 
Unlike conception and enablement, 

compliance with the written description re- 
quirement is a question of fact 35 
U.&CJL § 112. 

22. Patents ®*99 

Like the fa^ underlymg conception 
and enablement, invalidating a patent 
claim for lack of a written desmptibn re- 
quires a showing by clear and convincing 
evidence that the written description *e- 
quirement has not been satisfied, 35 
U&GiAi § 112. 

23. Patents «*90(5) K ... 

. In an accidental creation, there is no 
conception or reduction to practice where 
there has been no recognition or apprecia- 
tion of the existence of the new form. 35 
U.S.GA § 102. . t . 

24. Patents ®=>167(1.1) ,: 
Complete absence of RNase H . activity 

had to be shewn by gel assay, rather than 
by solubilization assay, as setfprth in writ- 
ten description of patent that disclosed 
genetically modified enzyme, reverse tran- 
scriptase, involved 1 in DNA replication, 
where specification describe'd gel assay as 
confirming that plasmid with claimed, 
modified RT gene, encoded RT that "com- 
pletely 'lacked RNase H activity*' and pri- 
macy otherwise was placed on gel assay 
results. 35 U.S.CJL § 112. 

25. Patents ®=»324.5 

A district court's partial summary 
judgment of patent infringement is re- 
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viewed de novo. FedJlules Civ.Proc.Rule 
86, 28 U.S.OA. 

26. Patents ©=»324.5 

A. trial court's patent claim construc- 
tion is a legal issue that is reviewed de 
novo. 

27. Patents ©=»314(5) 

In a patent case, a trial court's com- 
parison of the properly construed claims to 
the accused products is a factual matter. 

28. Patents ©=324.5 

When reviewing a trial court's partial 
summary judgment, the Court of Appeals 
ascertains, as a matter of law, whether the 
trial court overlooked genuine issues of 
fact weighing against patent infringement 
Fed.Rules Civ.Proc.Rule 56, 28 UJSlCA. 

29. Patents ©=161, 167(1, 1.2), 168(2.1) 
Patent claim construction requires the 

court to determine the meaning of disput- 
ed claim terms to one of ordinary skill in 
the art at the time of the invention; court 
determines this meaning by examining the 
claim language, as it relates to the inven- 
tion set forth in the written description, 
the drawings, and where relevant, the 
prosecution history. 35 U.S.CJL § 112. 

30. Patents ©=168(2.1) 

A court examines the prosecution his- 
tory, when pointed out and placed in evi- 
dence, to ascertain if a proffered patent 
claim construction has been disclaimed. 

31. Patents ©=168(2.1) 

The prosecution of one patent claim 
term in a parent application will generally 
not limit different claim language in a con- 
tinuation application; however, an excep- 
tion exists where an amendment to a re- 
lated limitation in the parent application 
distinguishes prior art and thereby specifi- 
cally disclaims a later, though differently 
worded, limitation in the continuation ap- 
plication. 



32. Patents ©=323.2(4) 

Opinion offered by competitor's ex- 
pert, that differed from opinion offered by 
patent holder's expert and other scientists 
regarding interpretation of patent holder's 
gel assay evidence, did not create genuine 
issue of material fact on summary judg- 
ment motion, in infringement lawsuit oyer 
patent that disclosed genetically modified 
enzyme, reverse transcriptase,: involved in 
DNA replication, since opinion offered by 
competitor's expert was speculative in that 
he did not cite any basis for it. 

33. Federal Civil Procedure ©=2546 

A party does not manufacture more 
than a merely colorable dispute simply by 
submitting an expert declaration asserting 
that something is black when the moving 
party's expert says it is white; there must 
be some foundation or basis for the opin- 
io*. Fed,Rules Civ.Proc.Rule 56(e), 28 
UJS.C-A. ' 

Patents ©=328(2) 

5,244,797, 5,688,005. Cited. 

Patents ©=328(2) 

6,063,608. Infringed, 



Jay i. Alexander, Milbank, Tweed, Hart- 
ley & McCloy LLP, of Washington, DC, 
argued for plaintiff-appeUant. With him 
on the brief were Robert J. Koch and 
James Pooley. Of counsel on the brief 
were Kevin R Casey anid Harrie R. Sa- 
maras, RatnerPrestia PiC, of Valley 
Forge, Pennsylvania; and Alan Hammond. 
Invitrogen Corporation, of Carlsbad, Cali- 
fornia. 

Marc R. Labgold, Patton Boggs LLP, of 
McLean, Virginia, argued for defendant 
cross appellant. With him on the brief 
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were Michael J. Schaengold, Richard- J. 
Ovarii, and Kevin M. Bell. w-.ic. 

Before MICHEL, Chief Judge,* 
RADER, and GAJAR'SA, Circuit Judges. 

GAJARSA, Circuit Judge; /l 

: Invittogen appeals from the judgment of 
-the 'United^ Partes District; Court for the 
District of Maryland; invalidating two hun- 
idred and twerity-aorie claims, in three relat- 
ed Invitrogen patents, as: anticipated by 
-f 402(g)(2)i prior arts Inv^rogen Goirp. >o. 
^kmteeh Labs., /Zkc, Nes. AW^96M1086, 
AWhOGv1879 <D.Md. October 17, 20Q3><fi- 
laf jtidgment> ^Imritnbgen"). Invitrogen 
confessed judgment of invalidity- based: on 
the district court's underlying ruling that 
researchers at Columbia,, Universi^^con- 
edyed of a. similar invention b^pre^and 
diiigeni in reducing j|, tQ ; .prac^ce 
after, Invitrogen'* first reduction to prac- 

Jnyji^ogm for, 
ik$s., inc., ,(D,Md. jiar. 18, 
ll^pling the Special Master's Repojt 
■^j^niinendatipn and granting 
summary judgment in favor of Clontech on 
iconception); Invitrogen dorp. v. Clontech 
Lobs., Inc., (D.Md. Jan. 15, 2002) (Special 
Master's Report and Recommendation on 
cross summary judgment motions regard- 
ing conception). On this appeal* Invitro- 
gen' challenges the district court's partial 
summary judgment - dating conception ■■ % 
the Columbia researchers. •• 

'On cross-appeal Clontech challenges 
three; underlying partial summary judg- 
ments in "favor of Invitrogen: (1) that the 
ciauns-in-suit are enabled; (2) that the 
aainis%i-suit satisfy the § 112 written de- 

* Paul R. Michel assumed the position of Chief 
Judge on December 25, 2004. 

i r The '797 . patent issued, om September 14. 

1993, firomt application , No. 07/671, .156 

("the '156 application''), filed March 18, 

1991. The '156 application was a continua- 



scription requirement; and 48) that Glon- 
tech's products UteraHy infrmge claims 3, 
^ ^and 4a^>U.S»Patent^Jbi 6;O63j6l08. 

We hold that the district court nusap- 
phed the law, of appreciation when dating 
conception by the Columbia, researchers 
and ignored genuine issues of Tact preclud- 
ing partial summary judgment ^ 
Clonl^ Thu^ 

vahdity judgment and the dfetiict-Mittl's 
conception ruhng and reniandslfbr fiirther 
proceedings/ ! Tin^nhig to Ctontecn ; s crolss- 
ajppeal, wekflirm" the Strict courts ^ri- 
ings on enablement and writteh ! des^ip- 
tioh: ■ ■ f - > > 

,. .Qontechfs remaining. .tse^arvg^^.^^- 
lenges the p^trirt equrt's-par^ 
judgment of literal infringemente^? Jnyi- 
trogen. Because we find no error in the 
district court's claim construction,, or its 




Invitrogen owns U.S. Patent No. 5,244,- 
797 ("the '797 patent*), ttS. Patent No. 
5,688,005 ("the '005 patent"), and U S. Pat- 
ent No. 6,063;608 ("the '608 patent'*)' (the 
"patents-in-suit"). This appeal involves 
the '797 patent; diaims 1-4; the '005 pat- 
ent, claims" 8-29; and the '6085' patefit, 
claims 1-196 (the u, daims-in-suitf'). All 
three patents' issued from continuations of 
a common parent ' appncation; No. 07/^48,- 
396 ("the '396 application"), ffled bri Janu- 
ary 13, 1988, and share a' common written 
description. 1 : 

' tion of the parent '396 application, Med Janu- 
ary 13, 1988. 

The '005 patent issued September 16, 1 997, 
from application No. 08/614,260 ("the "260 
application"). The "260 application^ filed on 
March 12, 1996', traces through a series of 
continuation applications to a divisional from 
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The patents deal with molecular biology. 
In particular, the patents disclose a genet- 
ically modified enzyme, reverse transcrip- 
tase, involved in DNA replication. Re- 
verse transcriptase ("RT") is a naturally 
occurring enzyme produced by retrovirus- 
es, such as the Moloney-Murine Leukemia 
Virus ("MMLV"). Invitrogen's genetic 
mollifications affect how the modified RT 
participates in DNA replication. 

DNA replication involves a series of dis- 
crete steps. The original DNA— a mole- 
cule comprised of two strands of nucleo- 
tides forming a double helix— is opened to 
expose single strands. Messenger RNA 
("mRNA"), comprising a single strand of 
nucleotides, forms opposite the exposed 
DNA strands. The mRNA detaches from 
the exposed DNA and serves as a template 
against which a first strand of complemen- 
tary DNA ("cDNA") forms. This is first 
strand synthesis. The mRNA detaches 
from the first cDNA strand, allowing a 
second, complementary DNA strand to 
form opposite the first strand, completing 
the process. This is second strand synthe- 
sis. The completed cDNA molecule is a 
copy of the original DNA transcribed by 
the mRNA. "Reverse transcription" de- 
scribes building the cDNA from the 
mRNA template. 

Reverse transcriptase affects at least 
two steps, in this process. First, it facili- 
tates the formation of cDNA opposite the 
mRNA template, a step called DNA po- 
lymerase activity. Second, it degrades the 
mRNA strand of the mRNA / cDNA hy- 
brid molecule so that the first strand 
cDNA nucleotides are free to form a see- 
the '156 application (now issued as the '797 
patent). 

The '608 patent issued on May 16, 2000, 
from application No. 08/798,458, filed Febru- 
ary 10, 1997, as a continuation of the *260 
application (now issued as the '005 patent). 

2. Goff was the first person to isolate and 
clone the wild MMLV gene for RT. On May 6, 



ond strand and complete the DNA replica- 
tion. Degrading or destroying the mRNA 
template is called RNase H activity. Until 
the mRNA template is removed from the 
first strand cDNA, the second strand 
cDNA synthesis cannot occur. 

If RNase H activity destroys the mRNA 
template, as happens with naturally occur- 
ring RT, then it cannot serve as a template 
for additional cDNA. But if the RNase H 
activity of RT is inhibited, and the mRNA 
is detached from the hybrid mRNA / 
cDNA first strand without being de- 
stroyed, then scientists can reuse the 
mRNA to form additional cDNA. An RT 
with inhibited RNase H behavior is useful 
for efficiently cloning DNA. 

As described and claimed in the patents, 
Invitrogen developed mutant RT with 
DNA polymerase, but no RNase H, activi- 
ty ("RNase H minus"). More particularly, 
Invitrogen altered a gene that originally 
encoded wild or natural RT, resulting in a 
mutant enzyme with the desired proper- 
ties. Invitrogen reduced this invention to 
practice on January 27, 1987. 

B. 

Invitrogen was not, however, the first to 
explore the genetics of RT. Beginning in 
the early 1980s two scientists at Columbia 
University, Dr. Stephen P. Goff and his 
post-doctoral researcher, Dr. Naoko Ta- 
nese, studied the effects of random muta- 
tions in the MMLV gene for RT— an ap- 
proach called "random mutagenesis." 2 In 
1984, Tanese prepared a panel of roughly 
100 mutants. Without sequencing the mu- 

1985, Goff filed a patent application on a 
plasmid incorporating that MMLV gene. The 
application listed Goff, Tanese, and Monica 
Roth — another researcher in Goffs lab — as 
inventors. It issued on July 24, 1990, as U.S. 
Patent No. 4,943,531. 
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tantej Goff did not know where the MMLV 
gene had been altered in each mutation. 
Two mutant genes created in ,1084 Tweue 
H7 and H8, each encoding enzymes that 
later proved to lack RNase H activity. 

After creating the mutant MMLV genes, 
Tanese tested the mutant RT they encod- 
ed for DNA polymerase activity. Roth 
tested the mutant RT for a different func- 
tion (aUeduitegrase. In late 1984, Tanese 
also tested the mutant RT for RNase H 
activity: But the tests using 1984 assay 
technology yielded inconclusive results. 
The i mutant RT Under investigation was 
produced in m toli bacteria, which natu- 
raDy produces an enzyme with RNase H 
activity. The RNase H activity of the 
bacterial enzyme introduced too much 
background noise to measure, with erist- 
iagrmethodSjthe RNase H behavior of the 
mutant RT. -■■x'? 1 • ,j 

The 1984 assay technology could have 
tHBeii used tb measure the niiitant RT 
Bto;H^ai!ivify if XMf ^d TaheWtest 
pifi^fied the 'mutant RT for each niufiant 
MMLV genei— that is, if they' had they 
isolated the mutant RT from the back- 
ground E. coli enzymes. Goff concluded 
that approach was too time consuming for 
the large number of mutant MMLV at 
issue, so he and Tanese developed a new 
in situ assay. That new assay was de- 
signed to measure the RNase H activity of 
the mutant RT without first isolating it 
from, the bacterial enzymes. Not until 
Marsh 1987, however, did Goff and Tanese 
complete the new assay and apply it to 
their pane^bf mutants. 

.Nonetheless, in 1986, before finishing 
the new assay, Goff sequenced various mu- 
tant RT genes. Among those he se- 
quenced were H7 and H8. 

When Goff and Tanese completed the 
new in situ assay in March 1987, they 
rapidly determined which parts of the 
MMLV RT gene affected which enzyme 




4arspertfes^ rBy March:?,- 1987; dhey; estab- 
lished that H7 and H8 encoded mutahfcRT 

wjfetiu^pNAw polymerase naetiy^ajto^Jjno 



I'stirted^ 
work 'afteFMard*^^. On 
1988;, Goff ; fagd •a^ateiit applicatebW^ 
tainirig to this research %!9lS^tl^'ilM 
Patent and Trademark Office v ^PT0^ de- 
clared an mterferenee between* GoW-ai* 
phcatibri' and the '280 a>pi^tib^^*it 
eventually issued aSlhv^^ 
ent (October 18, 1993 notice bf Interfer- 
ence from PTO). The Bole count described 
a method for producing a genetically iftodi- 
fiedjRT with DNA polymerase bufr?having 
sujb&tantiaUy no RNase M activity:"! ;?Goff s 
assignee,, Columbia University, defaulted 
and .the. PTO raled 2 in Invitrogen's favor. 
As a<resul^1he^PTOi«ever i«rie^6©tfs 
research secords detejrww* priority, of 
mvention between , Goff and InvittegeB. 
That priority fquesttoh: :is now jcmtr&iid 



C. 



, This Utigation involves using RNase H 
minus ,RT to prepare libraries of dopne^i 
DNA. The defendant and cross-ap^eilant, 
Clontech, develops and sells piquets in 
the fields of genomics, and molecular biolo- 
gy;. Clontech has produced cDNA binar- 
ies using genetically modified JtTs ahd has 
sold kits with RNase H minus ^T tihat 
may be used to prepare cDNA hbraries. 

r On December 31, 1096, Invitrogeh, for- 
merly Life Technologies, Incxp accused 
Clontech of infringmg the '797/patentofit 
later , add^ the ." .^^P(l^^#iP-t9i|t 
Among other contentions, Invitrqgen ac- 
cused Clontech ^.of iinfringing 'the, '797 
and '005 patents by selling two .products, 
Superscript ? ,and . :<*her 
RTs, and cDNA hbraries prepared using 
such enzyme& Clontech responded by as- 
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-setting non-iri&ingement, invalidity, and 
unenforceability: : ? ? H - W4-b>-.el>*i 
? 'iiFi999;f6ft>^^ 

trict court entered judgment dfnnienforce- 
abpy.;in -^^.^M^^i^ij^ 
the v^,«n<if '005 ^atents> j v . T^ j distaict 
.cp^iuj^jQut Invitrogen had engaged in 
inequjlbalge conduct by, iiot citing to the 
esamfcjj^ as ; prior art a .presentation by 
-QoS -fft.;wlu^,.,he described ,his r work on 
inutant iJVpDL^ RT to,-;a conference at 
■S&p8*&. & -QjL. ^eptembeir 21, 2000, this 
«^ ;;i reyersed' andr remanded. Life 
@e&teiw?.% £kmbeQh Labs,, Inc., 22A 
S3^i^(F^.Cjr 4 2QpO) f 

OnMay 16, 2000; wftle the : ."appeal oh 
ftfesiW-and '■ '005 patents was pending, 
Ha^/AfiM^ patent-issued to Irivifcrogen. As 
noted ab(^,Ae:^p>itetjt clij^^ority 

tidi^fe'Oiij Jutt6j22, c ^(JOO^jGlontech^^iva 
cotrrolaintfor declaratory judgment of non- 
iRf^gemen^.jn^d%?aind uTfenfoifceabil- 
ity of the '608 patent. Invitrog^cflanter- 
claimed that Clontech's PowerScript RT 
product infringed the '608 patent The 
district court consolidated this set of 
claims^ for" r trM with the remanded ' in- 
fr%ement action on the 797 and' '005 
patents. 

There" fpDowed a series of pre-trial mo- 
tions regarding Goffs conception, Invitro- 
gen's ^ enablement, Invitfogen's written de- 
smption, and 1 Clotitech's infruigement of 
th6 '60& patent. Oh June 20, 2001, -"the 
district court appointed a Special Master, 
who ' reviewed several ; of those motions. 

On January 15, 2002, the Master recom- 
mended partial summary judgment in fa- 
vor of Glontech Under § 102(g)(2), estab- 
lishing that Goff (1) conceived Invitrogen's 
invention first, ahdW diligently reduced' it 



to' practice. On March 18, 2002; the dis- 
trict court accepted- the Master^ report 
and recbmmenbatiOHX"R & R") and grant- 
ed partial- summary judgment' in favoi* of 
€16htech i , ' Invitrogen now challenges this 
ruling as to Goff s conception. 

JThe district court also entered' three 
other interlocutory orders. Eirst, on May 
4, 2001, the court panted partial summary 
judgment for b^tep^.ti^^ % g^m)^ 
suit were enabled, J^Qond^on April 2.1, 
2003, , the court granted partial summary 
judgment in, favor; of. Invitroge^ holding 
that two Glontech products : uteraUy Jn- 
fringedclajms 3, 4, 12, and ^ o^e /^p 
patent. Third, on August H, 2O0&; the 
court granted' partial summary judgment 
in favor of Invitrogen, ruling that the 
claims«ifi8uit satisfied^e oMttenidescrip- 
tion requirement On cross-appeal :;GJon- 
Aech cl^enges.tiie fc^ow^g: (1) thrill- 
ing thaj the daims/UiTsmt, were not myi^d 
for 1^ of ^enablement; (2) the. ruling: that 
the daims-in-suit were not invalid for Jack- 
ing a written description;, , and (3) the; par- 
tial summary judgment of infringement 
: * ;1 *' ' " * •* * * ' *• 

FoDowing these rulings and immediately 
before the scheduled trial, the court 
adopted this jury instruction on- ''Anticipa- 
tion— Prior Invention by Goff': i 

/ The Court has already determined that 
Goff et al invented a mujant JRTj en- 
. zyme that did not have RNase H ac- 
tivity. The enzyme was prepared in 
December 1984, and its reduction to 
practice was confirmed in March 1987. 
The Court ' has also found that Goff 
Was diligent and that he did not aban- 
don, suppress or conceal his invention. 
Goffs work is available as prior art as 
of December 1984. 



3.- As discussed below, the parties cannot agree 



on the nature of this ruling. 
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Faced with this jury mstruction,. Invitro- 
gen consented; to entry of final judgment 
of invah^ty .ouider § 102(g) in view of 
Goflte work. < : On October 17, 2003, a the 
district court; entered final judgment in 
both actions (Invitrogen's- .mfrjngement 
suit and Clontech's declaratory judgment 
action), invalidating several claims under 
* 102(g)(2) Jn view of Goff: (a) '797 patent, 
claims 1-4; (b) '005 patent, claims 8-29; 
arid<c) '608 patent, claims lviafry- ^ 

Both parties timely appealed. The court 
has jurisdiction under 28 UiS.C. 
§ 1295(a)(1). 



II. 



[1] Section 102(g)(2) provides la] per- 
son shall be entitled to a patent unless . . . 
before such person's invention thereof, the 
invention was made in this country by 
another inventor -who had not abandoned; 
suppressed;' or concealed it In determin- 
ing priority of invention under this subsec- 
tion, there-shaU be considered not only the 
respective dates of conception and reduc- 
tion to practice of the invention, but also 
the reasonable diligence of one who was 
first to conceive and last to reduce to 
practice, from a time prior to conception 
by the other;" 35 U.S.C. § 102(gX2) 
(2000): . ... . ...,J.. 

Invitrogen and Clontech filed cross sum- 
mary judgment motions under this section 
concerning 'Goffs work at Columbia Uni- 
versity; Invitrogen argued that Goffs 
work could not qualify as prior art to the 
three patente-in-suit. Clontech 1 intended 
that Goffs work anticipated the claims-in- 
suit. In the alternative Clontech sought * 

4. As rioted below, Clontech relies' on a series 
of documents — primarily laboratory note- 
books kept by Dr. Goff and his assistants 
throughout the 1984-87 time-frame — as evi- 
dencing Dr. Goffs prior invention for 



ruling >on the admiss&^ 

Goffs work r as prior art.V ->h ex.-s:?- ■ 

sAMibugh tn^ dist^-^cbirt tl&g&fcd&i 
parties' motions, it made several :) substan- 
tive ruMgs. : First,- c the%>u5ft determined 
thatfbh January 27^ 1987, Invn^ggri al- 




tered reverse' 1 transtcriptisae with' DNA po- 
lymerase activi^but hb'liNlSe H activity. 
Setomd, it held that Goff anicefrSd of a 
genetically modified reverie transcriptase 
with no RNaae H ' activity i#®ecenirjer 
198* when He* produlfed- Wftr and ; H8 
mutants, or at the Utes% : m : t)anu^ 1986 
when he sequenced the two mutant genes. 
Third, the court 'feum* that Gbrf 'actuaHy 
reduced his mvention to' practice in March 
l#f whehWdembnB^ H 
minus behavior of theW ah£fi8inutahts 
with his new ^ sifcu assayi jK FmaTly; the 
court found that Dr. Goff iwas diligent in 
reducing his invention to practice, and he 
did not abandon; conceal or suppress it. 
Notwithstanding? these rulings, the court 
refusedito : find Dr. Goff s work anticipato- 
ry under § 402(g)(2) on) grounds that an* 
ticipation posed factual questions, requir- 
ing resolution on< a claim by claim basis. 
Thus, the court appeared to question— or 
leave for the jury's resolution^-whether 
its description of the "inventions" by Invi- 
trogen and Goff properly coincided, or 
whether the claims-in-suit accurately cor- 
responded to the ; description of Goffs in- 
vention; %~. : 

As a prelmunary '-matter, Clontech con- 
tends the district court's order was 1 nb 
more than an evidentiary rulirig on " the 
ai&nssibihty of Goffs work at' trial: This 
argument has no merit. As demonstrated 
by the jury mstruction on anticipation, the 

'§'102(g)(2). The district 1 court entered its itt- 
Vah'diry judgment purely on grounds of antici- 
pation'; it did not discuss Goff s "Work as a 
potential 102(g) / 103 prior art reference. 
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order established facts and removed legal 
issues from dispute The rulings define 
Invjtrogen's .invention^, date, Inyilrog^n's 
reduction to practice (if not its conception), 
date Goffjs conception, .find diligence, and 
date .r^ductipn^to practice. ..,3%e8£ are 
determinations on less.than theentire case 
and less than the : ,whple relief, sought by 
the cross summary Judgment motions. 
The district , court; expressly premised 
these rulings on, what jft riewed as undis- 
puted facts ; in the, record. Thus, the 
court's deterrmnations comprise an order 
'specifying the facte, that appear without 
substantial cpntruveisy , , . and directing 
sugh further, proceedmga ; in, tiie action as 
are, just" . |"ed4-Civ.i?. S6<d), Regardless 
of how the district court labeled its order, 
it i| a, partM.summary judgment on Golf's 
cone 



On appeal Invitrogen challenges only 
the district court's determination that Dr. 
Goff conceived c&a. genetically engineered 
reverse; transcriptase ;witfe : ho RMase i H 
before the critical' date, t As the .first-step 
in evaluating Goffs. conception under 
§ 102(g)(2), the court) must identify two 
references?: (1) the; ^invention? subject to 
the priority contest; and (2) the critical 
date, or the date of Invitrogen's concep- 
tion. Although the: district court appeared 
to treat its characterization of Dr. Goff s 
invention and Invitrogen's invention as po- 
tentially divergent Invitrogen effectively 
concedes two critical points by consenting 
to judgment of uij?aMty„ ang limiting, its 
appeal to the date of Goffs conception. 
First this eluTunates any doubt that Goffs 
invention, whose conception the district 
court evaluated, was the same as the Invi- 
trogen invention . at . issue. 5 Second, this 

5. . For the same reasons, . it frames the dispute 
in terms of a single Invitrogen invention, rath- 
er than multiple inventions spread across the 
three patents-in-suit. ' ,. 



establishes that the court's statement of 
the invention captures subject matter that 
anticipates all two hundred ' twenty-one 
claims at bar. 6 Furthermore, Invitrogen's 
failure; tohchallerige'; the January.; 27,: 1987 
critical: date effectively esteblishes its con- 
ception,; for' &:102^j)(2);. asi 1 simultaneous 
with i its reduction to practice, As Invitro- 
gen does not challenge the rourt's rulings 
on diligence, the relevant (question on ap- 
peal is whetiier Goff eoncewed* of the in- 
vention before January 27, 1987. .. : ,^ ( ,--. 

The court must' resolve y-tfcat-,- question 
using a properly defined invention; Al- 
though the district court described Goffs 
invention without mentioning DNA polym- 
erase activity, the invention at issue plainly 
requires this additional limitation. The 
DNA . polymerase . activity {limitation . is 
manifest in the patent claims, the common 
written descriptions of the patente-in-suit 
and in? the purpose of tiie invention. In 
short; the. court isrtasked with dating Or, 
Goffs conception of ~a(l) genetically -engi- 
neered (2) reverse transcriptase enzyme 
(3); with no RNase H activity (4) but hav- 
ing DNA polymerase -activity. 

The court reviews de novo a grant of 
partial summary judgment Beech Aircraft 
Corp. v. EDO Corp., 990 F:2d 1237, 1246 
(Fed.Cir.1993). Although Invitrogen and 
Clontech filed cross summary judgment 
motions,? each; motion "must be indepen- 
dently assessed en its own merits," Cali- 
fornia ^Unit&l, State*. 271 F.3d 1377, 
1380 (Fed.Ctt.2001). Moreover, on sum- 
mary judgment .tiie court holds.tiie parties 
to the same evidentiary burden they would 
have faced at trial. Apple Computer, Inc. 

6. The claims-at-bar correspond to the court's 
statement of the, , invention. The.' (district 
court's reasons for deciding priority, but re- 
fusing summary judgment, are somewhat un- 
clear. 
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» tifaticulate Sys^Ine., M&:^3d-14?&fr 
(Fed.Cir.2000). 

12] Conception is a legal conclusion 
premised on various underlying ?s facts 
Singh v. Brake, 222 FM 1362, 1387 #ej. 
CirJ2000); Cooper v. Gol^arb, i5* Kgd 
i321', ! 1327 (Fe^Cn\l998)r Hybritech Inc. 
v. ''-MdnMdiUdr'-An^tid^'-Ji^ 802 FJ2d 
1367, 1376 (Fed.Cir.1986). As the partial 
summary judgment ruling arose in the 
context of Glbnfech's motion for summary 
judgment of invalidity, Clontech V^ re- 
quired to identify clear and convtacing'evi- 
dence of the factual underpinnings ' for 
Goff s conception. See Apotex USA, litis, 
v. Merck & Co., Inc., 254 F.3d 1031, 1036 
(Fed.Cir.2001) (requiring the party assert- 
ing invalidity to prove by clear and con- 
vincing evidence that the mveritiotfwasnot 
abandoned, suppressed, or concealed un- 
der « 102(g)); cf. Lindemann Mascki- 
nenfoMk GMBH vj Am. . Hoist Der- 
rick Car, 730 F;2d 1452^ 1469 0e&Gir % 
1984). si.- • H. i-unsst* 

In sum, the court must affirm the dis^ 
trict court's partial summary judgment on 
conception in favor of Clontech if, in view 
of the heightened evidentiary burden at 
trial- and drawing all reasonable factual 
inferences most favorably to Invitrogen, it 
finds no disputed issue of material fact 
underlying the conception analysis, and 
Clontech was entitled to the determination 
that Goff s conception preceded Invitro- 
gen's. Anderson v. Liberty Lobby, Inc, 
477 t U.S. 242, 255, 106 S.Ct 2505, -M 
L.Edid 202 (1986). 

■ ' ' C. :\ ■ 

(3-6] Conception defines the legally 
operative moment of invention under 
§ 102(g). It is the "formation in the mind 
of the inventor, of a definite and perma- 
nent idea of the complete and operative 
invention, as it is hereafter to be applied in 
practice." Hybritech, 802 F.2d at 1376. 



An idea, is -sufficiently definite and perma- 
nent ittr sconceptionwif it provides aone 
skilled initheartwith enkwghiguidancfe. to 
"understand theiinventioff that^c^when 
tire inventor has- a specific, settled idteaY a 
particular solution^ th£ problem at'haM, 
not just a general' goal tt-res^arehplatiQie 
hopes to purs^ 

Co. v.- Barr Labs., M^ t W^M^^^Wi8 
(Fed.Cir.19945.- '^&vkiJ^laMWMi 
to "describe hi Mention wi& jjafticu^ 
iy." Id. Th> r^m^.b^ (l) ffie i^ea'of 
the invention's structure and (2) posi 
of an operative nieffio^ of making il 



, , i ssion 

gen, Inc. v. Chugai Pharm. Co., 927/Fizd 

gard to a clainled chemfeai com^unaYwHi- 
ception req^iiiW thaVthS mvento* "be able 
to define" the compound "so 'as to"cBitbL. 

r materials, and to de- 



g^sh i| 
scribe how to p 



17] This description, and the "c 



and permanent idea of the co'njple^ * a&l 
operative /mvention" for"-con(»^ii ^ 
quire more than uiu«cogni^,a^d^ntel 
creation. "IA]n accidental and u^ppxed- 
ated duplication of. an invention does not 
defeat the patent right of pn^. who, though 
later in time, was the first to recognize 
that which constitutes the inventive, sub- 
ject matter." SUvestri v. Grant, $$ FJ2d 
593, 597 (CCPA 1974). Thus, «[t]he date 
of conception of a prior inventor's inven- 
tion is the date, the inventor first appreci- 
ated the fact of what he made." Qow 
Chem. Co. v. Akro^Vo%our, /na,|67 F.3d 
1334, 1341 (F«d.Cir£Q01X In other words, 
conception requires that the inventor ap- 
heha8 



predate 



b. 



The invalidity judgment depends on 
when Goff appreciated that H7 and H8 
wert* RNase H minus, but retained' DNA 
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polymerase activity. 7 Invitrogen contends 
that the district court misread the facts 
and anisapplied the law to award Goff pri- 
ority of invention. Undersa corr ect applica- 
tion of law, Invilxogen argues, Goffdid not 
conceive of the -invention until March : ,1987, 
when he perfected his in situ assay and 
established that the HT and H8 mutants 
were RNase Hf.nunus. Invitrogen con- 
tends that until that moment, Goff never 
recognized that his accidental creations, 
the H7 and H8 mutants, had the inventive 
features at issue. Clontech disagrees, and 
asks the court to affirm the district court's 
ruling. . ' 

Although such conscious .problem solving 
suggests conception,, comes first, under 
some, conditions conception is delayed until 
a reduction to practice. See Burroughs, 40 
F.3d at 1229; Amgen, 927 $2d at 1206; 
Alpert v. Statin, 49 C.C.P-A. 1343, 305 
F.2d 891, 894 (1962). 8 Such delayed con- 
ception is often described by the rule 
against nunc pro tunc conception. That 
is, a reduction to practice at time A neces- 
sarily requires the inventor to possess the 
taiowledge about the invention to show a 
conception. However, the law will hot 
sanction the inference that reduction to 
practice at time A implies conception at 
earlier time B. 

With unrecognized accidental duplica- 
tion, the invention exists but remains un- 
recognized. The priority determination 
requires evidence that the inventor actual- 
ly first made the invention, and that he 
understood his creation to have the fea- 

7. The district court did not discuss the DNA 
polymerase activity- of H7 and H8. On appeal, 
Invitrogen , does not separately challenge 
Goff s timely appreciation of this behavior. 
Clontech argues that the record demonstrates 
Goff s recognition of H7 and H8 DNA polym- 
erase activity in 19841 For purposes of this 
analysis the court assumes that timely appre- 
ciation of DNA polymerase activity is not dis- 
puted. The parties and the trial court can 
revisit this issue, as necessary, on remand. 



tures that, comprise the inventive subject 
matter at bar. Thus, the court must iden- 
tify when, during an emerging recognition 
that a particular invention includes some- 
thing -new, the inventor's understanding 
reaches, the level needed for appreciation. 
In the appreciation analysis, the relevant 
uncertainty relates to the . emerging recog- 
nition of something -new. 

. 18] That analysis requires objective 
corroboration of the inventor's subjective 
beliefs. Heard v. Burton illustrates the 
hnportance of the inventor's, actual knowl- 
edge or beliefs. 51 C.CPJL 1502, 333 
fe2d 239, 243 (1964). In Heard, a priority 
contest arose in an interference proceed- 
ing. The "essence, of -the invention" was 
"usmg eta-alummum, a specific type of hy- 
drated aluminum oxide, as support materi- 
al for platinum'' in a reforming process in 
which , the platinum-alumina combination 
served as a catalyst. Id. at, 240. The 
record showed that the compound could 
only be identified by its x-ray diffraction 
pattern. Id. at24Ln. 1. The critical date 
was April 23, 1952, when Burton filed a 
patent application on the invention. 

Although Heard actually made the novel 
compound in 1949 and 1950, the record 
showed that he never recognized it. Only 
in 1954 did the successor to Heard's work, 
the Standard Ofl Company, confirm by x- 
ray diffraction analysis that the 1949 com- 
pound contained the novel catalyst; only in 
1961 did Standard Oil Company — again by 

8. "A conception is not complete if the subse- 
quent course of experimentation, especially 
experimental failures, reveals uncertainty that 
so undermines the specificity of the inventor's 
idea that it is not yet a definite and permanent 
reflection of the complete idea as it will be 
used in practice." Burroughs, 40 F.3d at 
1229, 
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x-ray diffraction— establish that the- new 
catalyst was also present in the 1950 •com- 
pound, /d at 242. As the court observed, 
"we consider it fatal to [Heard's J caserthat 
not until after the [critical date] did Heard 
recognize that his 'ammonia-aged' catalyst 
... 'contained any different form of alumi- 
na at all.'" Id at 243. The fact that 
Heard "relegated the spent catalysts to 
storage cages" rather than further, develop 
them confirmed the lack of recognition. 
In short, the inventor — Heard— never sus- 
pected what he had created, and the con- 
text—a novel compound whose existence is 
shown by inspecting its x-ray diffraction 
pattern— required the most specific of ob- 
jective evidence, which was missing. 
Heard was an easy case. 

.£9, 10] While Heard made clear the im- 
portance of an inventor's subjective beliefs 
about his invention, objective evidence; is 
also an important part of the -appreciation 
inquiry. Indeed, because of the danger in 
post-hoc rationales by an inventor claiming 
priority, the court requires objective evi- 
dence to corroborate an inventor's testimo- 
ny concerning his understanding of the 
invention. See Jolley, 308 F.3d at 1321 
("Because conception is a mental act, % 
must be proven by evidence showing what 
the inventor has disclosed to others and 
what that disclosure means to one of ordi- 
nary skill in the art.' ") (quoting Spero v. 
Ringold, 54 C.C.P.A. 1407, 377 F.2d 652, 
660 (1967)). Thus, it is not enough that a 
party adduce evidence that objective test 
results comport with an inventor's testimo- 
ny concerning his state of mind. Rather, 
there mUst also be evidence that the junior 
party timely interpreted or evaluated the 
results, and understood them to show the 
existence the invention; See hanger v. 
Kaufman, 59 C.C.P.A. 1261, 465 F^d 915, 
919(1972). 

9. Specifically, it required the gamma form of 
crystallized titanium trichloride (T1CI3) as a 



-^Longer, the court extended-if«aTrf to 
provide that where there is an objective 
basis for identifying the novej features of 
an? mventioflj there must vbe evidence that 
the mventor timelyr consideredi its* , The 
facts of the Longer interference were es- 
sentially identical to. those in Heard: the 
invention called for a catalyst using a par- 
ticular crystalline^Gompound^' and as de- 
fined in the count the new compound was 
identified by a characteristic xTHray diffrac- 
tion pattern. Id at 917-18. But in con- 
trast to Heard, Langer photographed x- 
ray diffraction patterns of tile neW" com- 
pound two years before the critical date. 
Id at 919. Reviewing those photos rough- 
ly eleven years after the critical date, dan- 
ger's co-inveritor identified evidence of the 
new catalyst ; Id The proble|; lat f 
nothing showed, before the^t?c$r date, 
that anyone had either looked at tii| p|or 
tos or understood what they meant. Quot- 
ing tiie jppinion below, the court observed 
that there was "no evidence of any contem- 
poraneous interpretation or evaluation of 
the patterns" by the inventors or anyone 
working with theiri. it [ '■ i ^ rj; ' '' ^ 

In Silvestri v. Grant, 496 F;2d 593, 597 
(GCPA 1974), the court applied these priri- ' 
ciples to a priority contest in view of a 
record showing uncertainty in interpreting 
the test results corroborating the inventor 
testimony on appreciation. Notwithstand- 
ing that uncertainty, the court tested the 
evidence against .the junior party's burden 
at the interferencfe; and concluded that the 
record showed appreciation. In short, SiZ- 
vestri requires an objective basis corrobo- 
rating the inventor's belief to show, consis- 
tent with the appropriate burden at trial, 
that persons skilled in the art at the. time 
of the recognition would have recognized 

co-catalyst component. Langer, 465 F.2d at 
917. 
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the existence of the relevant inventive fea- 
tures. 10 ! if 

The rule in Silvestri has direct applica- 
tion to die genetically engineered RT 
claimed here; Clontech must show ijy 
clear 'and convincing evidence that sGoff 
formed a timely belief that his H7 and H8 
RT were RNase H minus. Once Goffs 
belief is established, the court must fur- 
ther determine that whatever test results 
Goff cites,, and Clontech relies upon) show 
by clear- and convincing evidence to one of 
skill in the art at the time that the H7.and 
H8 mutanfRT were RNase H minus. 

E. " . 

To the extent the district court may, 
ivter alia, have considered appreciation in 
reaching its ^conception ruling, its analysis 
was inadequate. At most, the court 
sapraejl to' "finjr it undisputed that Goff 
intended to create RNase H minus RT in 
1984 and "that by the time fie sequenced 
the Hf and : fi8 in 198^, Goff competed his 
conCejjftion'f ahd : a^reclatienjf 

„As, a matter of law, the court's conclu- 
sion is unsustainable. Longer and Silves- 
tri require some connection between the 
physical result (the invention) and the be- 
lief (by the inventor); Here, the district 
court never identified corroborating evi- 
dence of Goff s purported L belief, nor iden- 
tified how it could determine that Goff had 

10. The invention was "a new form of an oth- 
erwise old composition" of ampicillin. Sil- 
vestri, 496 F.2d st 597. 'Hie interfering sub- 
ject matter, ,as defined in the . count, called for 
an anhydrous form of ampicillin having im- 
proved storage stability and a particular infra- 
red spectrograph. Id. at 595-96. 

Although: Silvestri framed the issue as 
"whether the evidence establishes, beyond a 
reasonable doubt that, prior to [the critical 
date], Silvestri hot only actually prepared [the 
new form of ampicillin], but also appreciated 
that a new form of ampicillin had been ob- 
tained," id. at 597 (emphasis added), that 
high standard does not apply to this case, see 



reviewed such evidence and understood its 
import There is no evidence that- merely 
sequencing the mutant RT gene could, in 
1986, establish the correspondmg enzyme's 
properties.. • • *n;< , 

More fundamentally, the record is in- 
consistent with the district court's notion 
that Gqff set out to create RNase H minus 
RT, or that he recognized his invention in 
1984. IJ shows, instead, that this action 
fits squarely within the unrecognized, acci- 
dental duplication cases. First. Goffs re- 
search was general in nature.** The ran- 
dom mutagenesis involved a panel of 100 
randomly mutated MMLV RT genes. At 
his depositipn, Goff testified that. Tanese's 
1984 experiments "[were] focused on un- 
derstanding what the consequences of 
those mutations were for the virus.'' He 
explained' that his "main grant and the 
main focus of [his] whole lab was to look 
at the [MMLV] mutants ... and to look at 
the [effects] of those mutations on the 
virus." Second, it was unknown at the 
time whether it was even possible to make 
an RNase H minus RT with DtiA polym- 
erase activity. Not until his March 1987 
assay, Goff explained, had anyone shown 
that RNase H activity involved a separate 
area of the RT gene from the sequence 
responsible for DNA polymerase. The 
publications at the time were conflicting, 
and it wag unclear "whether it. would be 

Horwath v. Lee, 564 F.2d 948, 949 n. 2 (CCPA 
• 1977), and has been replaced by clear and 
convincing' evidence. See Price, v. Symsek, 
988 F.2d 1187, 1194 (Fed.Cv. 1.993) ("The 
board erred . . . by requiring Price to prove 
derivation and priority beyond a reasonable 
doubt rather than by clear and convincing 
evidence."). The fact that Silvestri could sat- 
isfy this high burden, even with; ambiguity in 
the evidence showing the presence of die new 
compound, demonstrates that appreciation 
does not require conclusive or unassailable 
evidence showing existence of a new com- 
pound's novel features. 
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possible to express [the two functions] 
separately because there are many multi 
function enzymes, ;>but frequently [their] 
multiple activities are interconnected so 
intimately, that £ tit; is] very hard to sepa- 
rate them." Finally, asked to identify the 
time when he "decided" to create an 
RNase H minus mutant RT, Goff testified 
that "the belief, was that we hadf them, but 
I didn't know how to characterize them. -/ 
mean,, it wasn't thai,, we wanted one. 
Timers was no reason to have one. in our 
minds? (emphasis, added) Even assuming 
the district court had assessed an objec- 
tive basis for appreciation— which it did 
not— on these facts the partial summary 
judgment of conception for ClonJ^h is un- 
snstainable. 

; . I'i' 1 "- if '' : M> '■ 

■ -■■<■■ F 

til] Although the district, court's- con- 
ception analysis misapplied the law to the 
facts, this court must examine whether 
correctly applying the law of appreciation 
to this record would dictate a different 
result, 'See Litton Indus. Prods., Inc. v. 
Solid State Sys. Corp., .755 F.2d 158, 164 
(Fed.Gir.1985). As shown below* we can- 
not affirm the invalidity judgment under a 
correct application of the law. 

= ... .' 1. . ...... . .- . 

Although initially (as shown above) Goff 
explained that he had no reason to believe 
that H7 and H8 were RNase H minus, by 

11. Relying on GofFs statement concerning the 
need for academic certainty before he would 
publish' Ms suspicions, Invitrogen argues (hat 
' Goff has admitted he did not appreciate , die 
RNase H behavior of the H7 or H8 RT before 
March 1987. We disagree. The appreciation 
analysis is objective and depends on the rec- 
' ord evidence Clontech adduces or cites in 
' Support of its conception argument. The le- 
gal test does hot depend on subjective factors 
like an inventor's readiness to publish, art- 
specific factors like journal publication re- 
quirements, career pressure to publish in an 



late 1986 he had formed a suspicion. 

Asked whether he suspected this behavior 

i»,H7and mj^b^re^ 

replied: , riys : 

"Sure. I mean, in the course ofiall^hose 
failed assays, you 4mow>.. tfiere 1 '.were 
hints of things [RNaseaHjiw^^king bad-- 
ly. So that you do develop; a feel for 
what's liketyitb be the -res^ Jiker '. . 
But, you know, for pubBcatiohs of quali- 
ty you've got^ to convince people. , <So we 
needed-rit .took that long {uotil^ March 
,19871 to get reliable assays.'' - , Goff dated 
his suspidon regarding ,H8 to ; *the «nd 
of '86 or something: because ithey really 
weren't working very well, for,, quite a 
while." . . vdi-. . .* s :- : t,. 

This testimony plainly excludes tiie 'iSui- 
trict court's dates bf Goffer cbhceptionr©^- 
ceiriber 1984 or January 1986l ; • BiHr CfltBii' 

took place before January 27, 1987. Put 
differently, a reasonable fact4to<ier pre- 
sented with Goff s testimony could con- 
clude that whfie Goff appreciated the 
RNase H minus features of the H7 and H8 
RT by March 1987^ the evidence preceding 
the March 1987 test results -might ' also 
Suffice, by clear and convincing evidence, 
to corroborate GofFs timely suspicions 
about the H7 and H8 mutants. The ques- 
tion becomes whether, as a matter of law, 
the trial court ighored'a genuine issue >&f 
fact that should have been given to a 
jury: 11 - ;p : ">*> .■ * 

■■ ... <:.; n-n T^v<63 "... ~'B 

academic environment, or grant require- 
ments. Such variable factors are poor prox- 
ies for how a person skiUea m me relevant art 
would interpret objective evidence corrobo- 
rating a purported recognition, and we do not 
believe the law should depend on such malle- 
able parameters. If it did,, the .ls^w. would 
create a perverse incentive to rush to publica- 
tion, in order to preserve a conception claim 
against a potential later priority date.. GofFs 
testimony about wanting: more conclusive 
data, in short, does not prevent a rinding of 
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2. . 

l^ie court thus turns ta the objective 
evidence that might corroborate GofPs sus- 
picion. Clontech urges the court to find 
Goffs appreciation shown, without any 
genuine dispute, by a collection of labora- 
tory notebook entries , spanning the years 
1984 to 1987. On close inspection, howev- 
er, Clontech's evidence fails to carry its 
summary judgment burden. 

Clontech relies on several notebook en- 
tries whose meanings are factually disput- 
ed: For example, Clontech argues that 
entries from December 1984 and May 1985 
show Goff was "focused" on testing H7 and 
MS as early as December 19, 1984. It 
further argues that this "focus" demon- 
strates; Goff s understanding that the mu- 
tants,, were RNase, H minus. But on in- 
spection neither the , December 1984 entry, 
nor the May 1985 .entry, indicates the al- 
leged-'focus" on H7 or H8. Each recites a 
list of .several mutants under examination, 
and Goffa paper concerning thjjs .research 
discusses ibr(y-|wo mutants. 

Other Clontech contentions squarely 
conflict with inventor testimony interpret- 
ing the same underlying notebook entries. 
For example, Clontech contends that a 
December 1984 entry provides undisputed 
evidence that Goff recognized that the H7 
and H8 mutants were RNase H minus. 12 
But Invitrpgen specifically asked Goff, at 
his deposition, to comment on the entry, 
and he testified that it was not relevant to 
the H7 or H8 RT RNase H minus behav- 
ior." 

[12] Overshadowing all. of Clontech's 
arguments are defects in the expert testi- 
mony. Clontech nowhere provides the 

appreciation and conception before the Janu- 
ary 27, 1987 critical date. 

12. The December 21 and 22 entry reads 
"clone H7 & H8 (weakly positive on RT as- 
say— 12/17/84 Should amplify the signal)." 



court with expert testimony that proper!; 
explainstthe technical notebook entries ad 
vaneed hv support of »its conception argu 
mertSBr-'-^The; declaration' j&HShi Clontech'* 
expert, Joseph O. FalMnham, III; gives 
the court ' ho substantive factual guidance 
Falkinham states, "Based on my review 
Goff, e"t al. conceived of the claimed invent 
tibh, ' : RNase 'H-defident mutant [MML\" 
RT] in 1984 It is clear from his 
testimony and his lab records that he con- 
ceived of the mventiph in 1984." (Falkin- 
harh'Decl. f 4). Citing Various notebook 
entries,.Falfahham asserts "[tjhese repre- 
sentative entoies demonstrate Goffs con- 
ception, diligence and reduction to prac- 
tice." (id It 5). But such wholly concluspry 
assertions on a legal issue cannot carry 
Clontech's burden on summary judgment. 
See Biotec Biologische Naturverpackun- 
gen GmbH & Co. KG v. Biocorp, Inc., 249 
F.3d 1341, 1353 (Fed.Cir.2001). ' 

Although Clontech responds to that evi- 
dentiary problem with extensive attorney 
argument regarding multiple notebook en- 
tries, the argument is insufficient. SeeM; 
Am. Airlines, Inc. v. United Stated 204 
F.3d 1103, 1112 (Fed.Cir.2000); Giowr*ei 
Societe Anonyme v. NartMake Mktg. & 
Supply, Inc., 45 F.3d 1550, 1562 (Fed.Cir. 
1995) ('There must be sufficient substance, 
other than attorney argument, to show 
that the issue requires trial."). Unsub- 
stantiated attorney argument regarding 
the meaning of technical evidence is no 
substitute for competent, substantiated ex- 
pert testimony. It does not, and cannot, 
support Clontech's burden on summary 
judgment. 

13. Goff responded^ "that's cell culture work, 
sothis is not relevant.... [Tjhere are many 
distinct issues of function from the bacterial 
enzyme." 
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Perhaps Clontech's strongest factual * ar- 
gument concerns January 1987 labarsriOTy 
notebook entries -by Roth, working: in 
Goffs laboratory. The entries record vari- 
ous experiments or **prbduct ^analyses? er 
RT assays involving ; H7; during, which 
Roth .added RNase M to various batches 
under inspection. Essentially, Clontech 
argues; that Roth would not have- added 
RNase H unless the H7 mutant Jacked 
RNase H activity. Thus, Clontech con- 
cludes, these entries demonstrate to a per- 
son, sldHed hi the art. that the H7 RT was 
RNase H minus. As with its . other record 
titajians, however, the -problem lies, in 
Clontech's .attempt to substitute attorney 
argument for expert, testimony. Nowhere 
does-. Clontech, point to expert testimony 
explaining what Roth's, notebook entries 
mean. Even if Clontech were correct 
ahout their meaning, nothing indicates that 
the$ amount, to >cle^ and convincing evt 
<|^i^„H7.!«id H8 were RNase H 
m^, L n^r that : Gk>ff drew that .con^usipn 
^omt^em., , , ,., 

indeed, the record compels an inference 
that he' did u not. At his deposition, Goff 
testified that Roth's work was directed to 
testirigfor integrase activity— an unrelated 
property of the mutant RT." Insofar as 
Goffs testimony goes to his subjective rec- 
ognition of the test results, the issue is 
similar to that recognized in Longer. 
Goffs testimony demands the inference, on 
this.partial summary judgment, that he did 
not understand Roth's entries to show that 
H7 and H8 RT were RNase H minus. 

In short, as the., factual inferences must 
be drawn adverse to Clontech, the district 
court erred in granting partial summary 

14. Invitrogen argues that Goffs testimony 
forecloses the court from finding appreciation 
based on these January 1987 notebook entries 
by Rotii: Contrary to Invitrogen's contention, 
neither its argument nor the record-precludes 
finding timely recognition by Goff. Goff was 



judgment estabhshing Goffs conception 
before January 27, 1987. .. 

'[13] Fmally, Invitrogen argues that 
the ctfiirt should reverse the district 
court's partial summary judgment on con- 
ception, rather than merely vacate it 
Thfe argument in effect challenges the dis- 
trict court's denial of Ihviti^gen's hibtion 
for partial summary judgment on concep- 
tion. We review the denial of a motion for 
partial summary judgment for abuse of 
discretion;. See PickhcMz v. Rainbow 
Techs., Inc., 284 F.3d 1365,1371 (FedCir. 
2002)/ In view of the foregoing factual 
discussion, on this record the district court 
did not abuse its discretion in refusing to 
grant partial summary judgment for Invi- 
trogen. ■•■■..-.« («.,,. 

■ : x - V; ...«vA : • 

= ; :7 ' ^ ' -> Till- •-• \v-* 

.[14,15] Clontech's cross-appeal. • chal- 
lenges three interlocutory orders by >the 
trial court in favor of Invitrogen... Two 
were partial summary judgments that the 
claims-in-suii were not invalid, either for 
failing enablement or the written descrip- 
tion requirements of § 112. The last de- 
termined that Clontech infringed four 
claims of the '608 patent. "As a general 
proposition, when a trial court disposes 
finally of a case, any, interlocutory ladings 
•merge' with the final judgment Thus 
both the order finally disposing of the ease 
and the interlocutory orders are reviewa- 
ble on appeal." Hendler v. : &%ited States, 
952* F2d 1364ivl368f(Fed.Cir,1991)/i The 
court turns first to the validity rulings. 

not responding to a question specifically ad- 
dressing these notebook entries, and his testi- 
mony is too general ; either to join issue ; with 
Clontech's conception argument, or to explain 
away Roth's entries. 
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■■■y,:, A. 

The court begins with Clontech's enable- 
ment arguments. The claims-in-suit de- 
scribe genetically engineered RT without 
regard for the, method used to, mutate, the 
genes* It is undisputed that.by J9jj$ those 
skilled in the art: knew, seyeral techniques 
for altering genetic sequences, including 
deletion and point mutations. The Written 
description, for, the patents-in-suit dfe- 
scribes how t». implement the claimed in- 
vention, by deletion mutation; the, parties 
disagree as to whether it also teaches how 
to implement the claimed invention .by 
point mutation. Clontech made at least 
one accused product, its PowerScript. BiT, 
by point mutation, rather than deletion mu- 
tation, i t 

[16] Enablement is a question of law, 
and the court reviews the judgment' de 
novo. See Koito Mfg. Co., Ltd. v. Turn- 
Key-Tech, LLC, 381 F.3d 1142, 1149 (Fed. 
Cir.2004); Nail Recovery Techs., Inc. v. 
Mitffnetic 'Sepantiion Sys., Inc., 166 FM 
1190, 1194-(Fed.Cir.l999). 

Clontech argues the district court erred, 
as a matter of law, in concluding that 
Invitrogen's claims are enabled. The con- 
tention rests on Invitrogen's failure to ex- 
plain in the written description how to 
achieve RNase H minus RT with DNA 
polymerase using point mutation. Be- 

15. Invitrogen's arguments that the written de- 
scription satisfies the enablement require- 
ment, because it teaches point mutated RT, 
are, without merit Although the common 
written description explains that" "a single 
amino acid change at a position 12 residues 
from the carboxy end of El coli RNase H 
produces a 10-fold reduction in RNase H 
specific activity," '608 patent, col. "17, 11. 11- 
13, as explained infra with respect to the 
infringement judgment, the claims' at issue 
are drawn to a complete absence of RNase H 
activity. Nothing in the record suggests that 
a "10-fold reduction" satisfies the "complete 
absence" limitation. This disclosure does hot 
itself teach an enabling point mutation, nor 



cause the 4aw requires' -the inventor to 
enable claims- throughout their full scope 
without requiring undue experimentation 
by those having ; ordinary skill dnisthe art, 
Glohtech ;>ar,gues Invitrogen's written de- 
scription fails to enable claims encompass- 
ing point-mutated RT.* 5 Recognizing that 
the clamis-ih^ not exclude pointr 
mutated RT, Oontech concludes that the 
claims must be invalid for lack of enable- 
ment, if:---:..- > ■ ■■.:.■/ ^ 

[17, 18] This argument mistakes the 
purpose of the enablement requirehiffit. 
Section 112 requires that the patent speci- 
fication enable 'Hhose skilled in the art to 
make and use the full scope of the claimed 
invention without 'undue experimenta- 
tion' " in order to extract meaningful dis- 
closure of the mvehtion and; 'by this disclo- 
sure, advance the technical arts: 16 Koitd 
Mfg., 2&VFM at U55 (quoting Generdech, 

inc. vVNm^6rmk m; m ¥M mi, 

1365 (Fed.Cir.199'7) <dtation omitted)). 
Because such a'disclosure simultaneously 
puts those skilled in the art on notice of 
the enforceable boundary of , the commer- 
cial:, patent right, the law further makes 
the enabling, disclosure -operational ■ as. a 
limitation on claim validity. "The scope of 
[patent] claims must be less than or equal 
to the scope of the enablement. The scope 
of enablement, in turn, is that which is 
disclosed in the specification plus the scope 

does the record support a contention that the 
disclosure, coupled with the knowledge of 
those skilled in the art at in January 1987, 
enabled a point mutation. ■ ' R •>:• 

16. The enablement requirement provides that 
"{t]he specification shall contain a ~ written 
description . . . of the manner, and process of 
making and using [the invention] ... in such 
. full, .clear,- concise, and. exact terms : as ..to 
enable any person skilled in the art to which 
it pertains, or with which it is most nearly 
connected, to make.and use.the same. . . ."135 
U.S.C.S 112(2000). 
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of what would he known to one of ordinary 
skill in the art without undue. experimental 
tion." Natl Recovery, 166 F.3d at ,1196; 
see also In: re Goodman, .11* F.8d,1046, 
1050 (Fed.Cu\1993) ("[TOhe specification 
must teach those of skill in the art -how to 
make and how to use the invention as 
broadly as it is claimed'."); In re Fisher, 
57 C.C.PA 1099, 427 R2d 833, 839 (1970) 
("|T]he scope, pf the claims must bear a 
reasonable correlation to the scope of eh- 
ablement provided by the specification to 
persons of ordinary skill in the art.'*). 

Although Clpntech's, validity argument 
inight nave force hadlnvitrogen limited its 
claims to modified RT by reference .to 
point mutation, Clontech overlooks the fact 
that the claims are not limited v by- ; the 
method of achieving the mutation, t As the 
district .court noted, "It]he enablement re- 
quirement is met if the description enables 
any mode of making and using the inven- 
tion." Johns Hopkins Univ. v. CeUPro, 
Inc., 152 F.3d 1342, 1861 (Fed.Cir*1998); 
accord Amgen Inc. v. Hoechst Marion 
Roussel, Inc., 314 F.3d 1313, 1335 (Fed. 
Cir.2003); Engei Indus., Inc. v. Lockform- 
er Co., 946 F.2d 1528, 1533 (Fed.€ir.l991). 
In this case Invitrogen's teaching regard- 
ing deletion mutation is sufficient to satisfy 
its part of the patent bargain, as it fully 
teaches a mode- of making the claimed 
invention. • .•• v ; ,,-.'-. •• .' 

Clontech mistakenly relies on our deci- 
sion in National Recovery to support its 
nonenablement argument. In National 
Recovery the court affirmed judgment that 
a patent claim was invalid for lack of en- 
ablement. 166 F.3d at 1198. The claim 
was to a method, not a compound. The 
claimed method called for selecting certain 

1 7. Section 1 1 2 requires that ' '[tfhe specifica- 
tion shall contain a written description of the 
invention. . .." 35 U.S.C. § 112, 1 1 (2000) 
(emphasis added). This "written description" 
requirement is distinct from the enablement 



signals forjproesBing, y^kttoe written de- 
scription failed to teach one of ordinary 
skiUinthearthow to select among various 
candidate signals. Id. at 1196. A person 
ofrordinaryiskillj ^^readinglhe^atent, would 
have been: required to engage inrundue 
experimentation before reaching a means 
of : pnicticing: > the > claimed ' method. In 
short, the NatixmalRecw&y enablement 
problem concerned a failure todiBaese any 
way to practice the claimed method. . In 
this ease, by contrast,- Invitrogen fuuy de- 
scribed an Operable method fo^ achieving 
the claimed mutation. . j : ; 

[19], Enablement does not j?equire the 
inventor to foresee, every means of imple- 
menting an invention at pains of losing his 
patent franchise. Were- ; ifei, otherwise, 
claimed, inventions ; would not include; im- 
proved: r modes of practicing jthose, r inven- 
tions , . - Su ch narrow -patent rights would 
rapidjjyrbecpme worthless,as.ijew mpdeerpf 
practicing the invention developed,, and the 
inventor would lose the benefit of, the, pat- 
ent bargain* r , v V 

The court therefore affirms the district 
court's judgment that the claims at bar are 
not invalid for lack of an enabling i disclo- 
sure on point mutation. • 

B. ■■';' ,;: f i 

[20] The court turns to Clontech's 
written description argument 17 The three 
patehts-ih-suit each dahnh'a genetically 
modified RT in terms of its' Rrf ase H and 
6NA polymerase behaviifflK 0 :Cla1m 1' of 
the *608 patent is representative. 1 ' It pro- 
vides :; '"' '" "'•'•• sn ' r, ' :r '" 

requirement, as discussed in the previous sec- 
tion. Univ. of Rochester v. G.D. Searte & Co., 
Inc., 358 F.3d 916, 920 (Fed.Cir:2004); Enzjo 
Biochem Inc. v. Gen-Probe, Inc., 323 F.3d 
956, 963 (Fed.Cir:ibd2). *" " " ' 
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1. An isolated polypeptide having 
DNA polymerase activity and substan- 
tially reduced RNase H activity, wherein 
said polypeptide is encoded by a modi- 
fied reverse transcriptase nucleotide se- 
quence that encodes a modified amino 
acid sequence resulting in said polypep- 
tide having substantially reduced 
RNase H activity, and wherein said nu- 
cleotide sequence is derived from an or- 
ganism selected from the group consist- 
ing of a retrovirus, yeast, Neurospora, 
Drosophila, primates and rodents. 
'608 patent, col. 19, lines 26-34 (claim 1) 
(emphases added). With these patents In- 
vitrogen thereby claims a compound' (the 
polypeptide or genetically engineered RT) 
in terms of biological functions (DNA po- 
lymerase and RNase H activity). 

Clontech filed for summary judgment, 
arguing that this fashion of claiming the 
modified RT fails the § 112 written de- 
scription requirement and renders the 
claims-in-suit invalid. 18 Invitrogen op- 
posed and filed a cross-motion that the 
claims were not invalid on this ground. 

The district court tested the common 
written description of the patents-in-suit 
against the PTO guidelines. The guide- 
lines state that the written description re- 
quirement of 35 U.S.C. § 112, 11 1, can be 
met by 

show[ing] that an invention is complete 
by disclosure of sufficiently detailed, rel- 
evant identifying characteristics ... i.e., 
complete or partial structure, other 
physical and/or chemical properties, 
functional characteristics when coupled 
with a known or disclosed correlation 
between function and structure, or some 
combination of such characteristics. 

18. Claims 3 and 4 of the '797 patenfMo not 
follow the coiripouhd-by-biologic-furiction 
model exemplified in the '608 patent, claim 1 . 
Clontech excluded these two claims from this 
written description challenge. 



Guidelines' for Examination of Patent Ap- 
plications under 35 U.S;C. § 112, first 
paragraph, "Written Description" Require; 
ment, 66 Fed.Reg. 1099, 1106 (Jan. 5, 
2001). 19 The court adopted this standard 
in Enzo Biochem Inc. v. Gen-Probe, Inc., 
323 F.3d at 964. 

The district court ruled that (1) the com- 
mon written description, (2) testimony 
from Invitrogen's expert, Dr. Champoux, 
and (3) an article by Johnson et al.,' 83 
Proc. Nat'l Acad. Sci. USA 7648-52, 7651 
(1986), established a sufficiently known 
correlation between RNase H activity in 
RT (function) and the RT gene made by 
deletion mutation (structure) to satisfy the 
PTO test for written description. The 
court concluded that the undisputed evi- 
dence was entirely one sided in favor of 
Invitrogen, and granted partial summary 
judgment, ruling that the claims at issufe 
were not invalid for lack of written de- 
scription. nf 

2. " ;:; ' : ;f 

[21, 22] Unlike conception and enable- 
ment, compliance with the written descrip- 
tion requirement is . a question of fact. 
Enzo Biochem, 323 F.3d at 962-63; Vasr 
Cath Inc. v. Mahurkar, 935 F.2d 1555; 
1563 (Fed.Cir.1991). Like the facts under- 
lying conception and enablement, invalidat- 
ing a claim requires a showing by clear 
and convincing evidence that the written 
description requirement has not been sat- 
isfied. Enzo Biochem, 323 F.3d at 962. 
In response to Invitrogen's partial sum : 
mary judgment motion, the law required 
Clontech to come forward with evidence 
raising at least a genuine issue of fact 

19. In University of Rochester the court reaf- 
firmed its approval of Enzo 's use of the PTO 
written description guidelines. 358 F.3d at 
925. 
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regarding whether the patents failed the 
written description requirement; Nwar- 
tis Corp; v. Ben Venue Labs.,- Inc., Zll 
F.3d 1043; 1046 <Fed;Cir.2GQl). 

Clontech argues that University cf Cali- 
fornia v. Eli Lilly & Co.', 119 F.3d 1559 
(Fed.Cir.1997) compels the conclusion that 
the claims-in-suit fail the written descrip- 
tion requirement. In Eli Lilly, this court 
found a claim to mammalian DNA for insu- 
lin unsupported by a written description 
reciting only the nucleotide sequence of rat 
cDNA for insulin. Id. at 1567-^68. Clon- 
tech mamtedns tKat iiE was error not* to 
determine, as a matter of law, that all Sift 
two claims in the patertts-in-suit fail the 
written description requirement of § 112, 
11 because they "do not recite the DNA 
or protein sequences as requjired" y by :i E$i 
Lilly, id. at 1566-69, and Fiefs v. $e$e% 
984 F^d 1164, 1171 (Fed.Cir,19S&). Thuk, 
according to Clontech, the dfetnct .c6u^t 
erried 1 m"'nndmg'suffi<aisnt 
DNA sequence recited in the cornmon 
specification, and within the knowledge of 
one of ordinary skill in the art, because the 
claims at issue "are not limited to se- 
quences recited in the specification and do 
notrecite DNA or protein sequences." 

This argument is misplaced. First, the 
district court found it undisputed that in 
addition to the sequence recited in the 
specification at bar, "at the time of the 
invention, the sequences of RT genes were 
known and members of the RT gene fami- 
ly shared significant homologies from brie 
species of RT to another." The written 
description teaches that the invention can 
be applied to RT genes of other retrovirus- 
es including HTLV-1, BLV, RSV, arid 
HIV. See, e.g., '608 patent, col. 9/11. 34-54. 
As Invitrogen's expert explained, the spec- 
ification cites references providing' the 
known nucleotide sequences of these RT 



genes, id, col. 9; fc47^54j^itoia^ 24, 
2002 Champoux Decl; U 4; FinaUy, €ham- 
poux's declaration established that the se- 
quences for these and other representative 
RT genes'were known in 1^eait t by Janu- 
ary 1988. Id. p 4-7. Clontech^iias not 
adduced contrary evidence establishing a 
genuine issue of fact, and we djscern no 
error in the digtrk* court's analysis, , j^lon- 
tech's written description challenge, ; in 
short, proceeds frbin ,'a, factual . premise 
contrary to the record. ', . 

Sec6nd, ;5 C!]6nte«h% ; appe'ai in Eli- Lilly 
and Eiers is misplaced.. Ip. those cases, 
the patejnt ^pecffications at issue did not 
identify the sequence (structure) of any 
embodiment of , DN A Maimed therein. See 
EH Lilly, .119 F.3d*t 1567-68 '(affirnringsa 
judgment that the claim requiring cDNA f 
encoding human, .nisu^fw^.^ 
failing., to vprpvide. an adequ^ .written de- 
scription where ti)e §pedj|c^tipD i dejs^be d 
the, human insulin; A. and , B chain amino 
acid sequences encoded by the cDNA, hut 
did not provide the nucleotide sequgncenfor 
the cDNA itself); Ems, : 984^^^ 1167 r 
68, 1170-71 (finding the written descrip- 
tion insufficient where the patent claimed 
purified DNA encoding human fibroblast 
interferon-beta polypeptide, but the speci- 
fication only disclosed a bare reference to 
DNA and suggested a process to sequence 
it). In contrast, the shared written de- 
scription for the patents-in-issue recites 
both the DNA and amino acid sequences of 
a representative embodiment of the 
clauned RT enzyme. Tht? specification 
also discloses test data that the enzyme 
produced by the listed sequence lias the 
claimed features — DNA polymerase activi- 
ty without RNase H activist ' tinder both 
the Eli Lilly arid Eiers analysis, the speci- 
fication at bar is sufficient. 

In short, there is no error in the district 
court's ruling that the claims in the pat- 
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ents-in-suit satisfy the written description 
requirement of § 112. 

****** 

In sum, the district court erred in grant- 
ing judgment of invalidity under 
§ 102(g)(2). Clontech's challenges to the 
court's partial summary judgments on 
written description and enablement are 
misplaced and fail to support the invalidity 
judgment. Accordingly, the court vacates 
the judgment of invalidity and the concep- 
tion ruling on partial summary judgment, 
and remands for further proceedings. 

[23] On remand, we remind the district 
court that the material factual dispute we 
perceive regarding appreciation affects not 
only the proper date of conception, but 
also the date of reduction to practice. "It 
is now well settled that in [an accidental 
creation] there is no conception or reduc- 
tion to practice where there has been no 
recognition or appreciation of the existence 
of the new form." Silvestri, 496 F.2d at 
597. Because we reserve the question of 
appreciation for the jury, its determination 
on this issue will decide the date of concep- 
tion (as well as reduction to practice). 

IV. 

[24] Finally, Clontech cross-appeals 
the district court's partial summary judg- 
ment that the PowerScript RT infringes 
claims 3, 4, 12, and 13 of the '608 patent. 

A- 

Each claim at issue depends from claim 
1 of the '608 patent. As noted in the 
preceding discussion, independent claim 1 
provides: 

1. An isolated polypeptide having DNA 
polymerase activity and substantially 
reduced RNase H activity, 'wherein said 
polypeptide is encoded by a mo*curied 
reverse transcriptase nucleotide se- 
quence that encodes a modified amino 



acid sequence resulting in said polypep; 
tide having substantially reduced 
RNase H activity, and wherein said nu- 
cleotide sequence is derived from an or- 
ganism selected from the group consist- 
ing of a retrovirus, yeast, Neurospora, 
Drosophila, primates and rodents. 

'608 patent, col. 19, 11. 26-34 (claim 1) 
(emphases added). ■ I>, 

In 2001, the trial court determined that 
178 claims in the '608 patent, reciting the 
limitation "substantially reduced RNase H 
activity," were invalid as indefinite under 
§ 112. See Invitrogen, slip op. (D.Md. 
May 4, 2001) (opinion and order granting 
partial summary judgment of invalidity) 
("May 4 PS J Order"); Invitrogen Corp. v 
Clontech Labs., Inc., slip op. (D.Md. Aug 
8, 2001) (R & R recommending clarifica- 
tions to May 4 PS J Order); Invitrogen 
Corp. v. Clontech Labs., Inc., slip op? 
(D.Md. Oct. 4, 2001) (order adopting the 
Aug. 8, 2001 R & R on validity). Although 
the district court invalidated independent 
claim 1, eighteen other claims in the '60| 
patent — including dependent claims 3, 4/ 
12, and 13— survived Clontech's challenge.. 

Dependent claims 3 and 4 provide: < csti&f 

3. The polypeptide of claim 1, wherein" 
said polypeptide has no detectable 
RNase H activity. 

4. The polypeptide of claim 1, wherein 
said polypeptide lacks RNase H affini- 
ty. 

'608 patent, col. 19, 11. 38-41 (emphasses \ 
added). In the May 4 PSJ Order, the »• 
court ruled that "no detectable RNase,,E[i^ 
activity" and "lacks RNase H activity" haql , 
"sufficient clarity to alert those of ordinary 
skill in the art of the metes and bounds ; pj?| 
the invention," and thus were nol nn.ilid 
for indefiniteness. See May 4 PSJ Order < 
at 16. i, * 

Claims 12 and 13 further provide: ' \ 
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siting in said polypept- 
ibstantially reduced. 
and wherein said nu-- 
is derived from an oii, 
om the group consist-1 
s, yeast, Neurospora, 
es and rodents. 

, 11. 26-34 (claim 1) 

lourt determined that 
8 patent, reciting the' 
Jly reduced RNase H 
d as indefinite under 
■en, slip op. (Difcl; 
n and order granting' 
Igment of invalidity)' 1 
; Invitrqgen Corp. '& 
slip op. (D.Md. Aug' 
ommending clarific% 

Order); Invitrogen 
jabs., Inc., slip opl 
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alidated independent 
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12. The. polypeptide of claim 1, wherein 
said polypeptide allows an mRNA temp- 
late to remain intact during cDNA syn- 
thesis as shown in FIG. 5. ■ 

13. The polypeptide of claim 1, wherein 
said polypeptide allows an mRNA temp- 
late to remain intact during a one min- 
ute cDNA synthesis reaction as shown 
in FIG. 5. 

'608 patent, col. 1§, 11. 62-67. Figure 5 of 
the '608 patent, as recited in claims 12 and 
13, reprints a photograph of a gel assay. 
The specification describes that gel assay 
as confirming that - a plasmid with the 
claimed, modified RT gene, encoded RT 
that "completely lacked RNase H activi- 
ty." '608 patent, Fig! 5 & col. 16, 11. 33-49. 

The limitation "substantially reduced 
RNase H activity" in claim 1 of the '608 
patent resembles the limitation "substan- 
tially no RNase H activity" in independent 
claim 1 of the earlier '005 patent. That 
claim reads in full: 
1. An isolated DNA molecule compris- 
ing a nucleotide sequence encoding & 
polypeptide havingDNA polymerase acr 
tivity and substantially no RNase H 
activity, wherein said nucleotide se- 
quence is derived from a Moloney mu- 
rine leukemia virus (M-MLV) nucleotide 
sequence. ■•••.■■;=:s 
'005 patent, col. 19, 11. 2-6 (claim 1) (em- 
phasis added). The same "substantially, no 
RNase H activity" limitation appears in 
the '797 patent claims. See, e.g., "^pat- 
ent, col. 19, 11. 17-25 (claim 1). . . 

After the district court adjudged 
the '797 and '005 patents unenforceable in 
1999, Clontech set about developing a com- 
peting product. In a July 18, 1999 labora- 
tory notebook entry,. Clontech's scientist 
Dr. Steven Hendricks ^jvrote he would 
"now focus on generating ans RNase iM 
minusJonn of the MMLYjRT." TheS,entry 
identified "D524N" as one "potential mu- 
tant already cloned" and predicted that the 



changes to it "should completely inactivate 
the RNase H activity." 

Testing the D524N-encoded RT by the 
solubilization assay described in the pat- 
ents-in-suit, on August 3, 1999, Hendricks 
wrote in his laboratory notebook, "NO 
SIGNIFICANT RNase H activity detect- 
ed in the preparation of the D524N mu- 
tant!!!" The D524N mutant RT became 
the basis' of Clontech's PowerScript RT. 
Numerous Clontech internal documents 
and marketing^ materials^ including their 
website, further touted the PowerScript 
RT as "lacking" in or that it "eliminates" 
RNase H activity. • • ! '^' 

Invitrogen sought partial., summary 
judgment that Clontech's PowerScript RT 
infringed, claims 3, 4, 12, and 13 of the '608 
patent. On February 21, 2003, the Special 
Master recommended granting, Invitrp- 
gen's motion in part and findjng literal 
infringement. Invitrogen, (D.Md. Feb? 21, 
2003) (R & R regarding Inyitrogen's in- 
fringement motion) ("Ii^ngement..R & 
R"). On April 21, 2003, after reviewing 
the record de novo, the district court 
adopted the recommendation over Clon- 
tech's objection and . granted partial sum- 
mary judgment of literal, mfringemenj. on 
all four claims. Clontech appeals. . ' ' 



B. 



[25-28] This court reviews de novo the 
district court's partial summary judgment 
of infringement. See SanDisk Corp. v. 
Memorex Products, Inc., 415 F.3d 1278, 
1283 (Fed.Cirjm5)iu,.Hilgraeve Corp. % 
McAfee Assocs., Inc., 224 F.3d 1349,, 1352 
(Fed.Cir.2000). The trial court's claim 
construction is a legal issue that we review 
de novo. See Cybor Corp. v. FAS Techs., 
1.38 F.3d 1448, 1454 (Fed.Cir.1998) 
(en banc). The court's comparison of the 
properly construed claims to the accused 
products is a factual matter, Teleflex, Inc. 
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m *Fima^^m^€omi 299 F.3d: 
1323 (Fed.Cir.2002), arid in reviewing the 
trial ; court's Jjartia], summary judgment 
this court ascertains, as a matter of^law, 
whether the trjal court overlooked genuine 
issues of fact weighing against infringe- 
ment.'. _ )»/? ; v :v-" 

A material-factual dispute must be genu- 
i^s"fP^ri!ffl!8&. existence: flf sowie al- 
leged fj^tual dispute between the parties 
will not defeat an.othepasej properly sup- 
motion f^r^ununary ■-, judgment." 
V 477 -U.S. at 247^8, 106 £~Ct. 
250JEL A genuine dispute requires > evidence 
"such that a reasonable jury could return a 
verdict for the non-nioving party." Id. at 
248, 106 S.Ct. 2505. Evidence that is 
ftteriely 'colorable," or Is "hot significantly 
probative;'' will not prevent sunimar^ jtfdgi 
men#' ffl at 249%), 106 S.Ct 250K: f Of 

"tie 



mki|er%ut^ determine whether there is a 
^atolisW fer' trial." ' W at 249, 106 
SCt' 2S05 ' 1 ^' ""i*" ' 

JiCXi .O SSffT-ifS-- '9f ; " ; ..^iW- V. ri • 
rsSWU ^ois« : ..;-<ag},-ri«»r'. . w'J. ^■••L. 

Clon'tech chatlehges the district court's 
claini 'fcdns^citaohTaefining cl"aims ; 3, 4, 12, 
and 13 by'referetice to gel assay results. 
Instead, Glontech argues, under a proper 
construction each claim must be limited to 
the results of a solubilization assay. . We 



[29] Claim • construction requires the 
court to determine the meaning of disput- 
ed claim terms -to one of ordinary 'skOI- in 
the art* at the time of- the invention. See 
35 U.&C. § 112; Phillips v. AWH Corp., 
415 F.3d 1303, 1312-13 (Fed.Cir5005). (en 
banc); Metabolite Labs., Inc. v. Lab: Corp. 
of Am. Holdings, 370 F.3d 1354, 1360 
(Fed.Cir.2004); Interactive Gift Evspress, 
In&m : Compuservep ^256 F.3d^l323; 
1332 (Fed;Cir.20Ol). The court deter- 



fcuiguage;ag*relate&^ 
forth in the Mritfen T -de~seriptionf< the draw- 
ings, and where i^lIvant^e' pTOseiJution 
history; SmPMi^psfM&^M at 1313*17; 
VUronics'>!i€krpf w-^onceptime^ Inc., 90 
FJ3dl576jl582;(FediCir;1996); <\ ate-' 

1. 

' The- court necessarily begins with the 
language of the asserted claims. See Phil- 
lips/ 4i5 F.3d at 1312; Bm Commc'ns 
Research, Inc. v. Vitdliwk Commc'ns 
Corp:, 55 FM 615, 619^20 (FMGir.1995). 
Clbntech does not Challenge v: the" trial 
court's conclusion ihat "ho detectable 
RNase H activity^ and""la^ts RfJase H 
activity" mean? "a complete ' absence of 
RNase H activity" to one of skill in the apt. 
Although Invitrogen suggests, inter alia, 
that "no 'detectable" %nd-^acks" might 
have different meanings, Invitrogen "does 
not provide any cogent argument explain- 
ing <why there <i8 error, in-this trial court 
ruling; * Thus, notwithstanding the pre- 
sumption that "no detectable" in claim 3 
arid " "lacks" in claim 4 have< different 
scopes; see Comark Commc'ns; Inc. v. 
Harris Corp., 156 F.3d 1182, 1187 (Fed. 
Cir.1998), we take the parties as conceding 
claims 3 and 4 both mean "a complete 
absence of RNase H activity." 

" Focusing on the terms "no detectable" 
and "lacks," neither can be understood 
without reference to the written descrip- 
tion because each limitation begs the' ques- 
tion af 'how one of skill in the art would 
Understand the patent specification as de- 
scribing how to measure RNase H activity 
for claims 3 arid H. See Phillips, 415 F,3d 
1303, 1312. Although the '608 patent spec- 
ification does not expressly define either 
term;' it - unmistakably teaches how one 
skilled in the art Would determine that a 
mutant RT "completely lacks" RNase H 
activity. See '608 patent, col. 16, 11. 33^49. 
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s The specification explains that "[t]o-con- 
firm" that a claimed mutant RT "complete- 
ly lacked" RNase H activity, the mvertojs 
Undertook a specific gel assay. speci- 
fication describes the assay in detail, and 
provides the results in Fig. 5. Id., 11. 33-45. 
Fig. 5 compares the RNase H actjvftpg)/ 
the mutant RT (Fig.5A) to unaltered 
MMLV RT (FigoB). 2 ? The written de- 
scription lurther notes that, "[i]n addition" 
the isame mutant RT showed no RNase.* H 
activity under a solubilization assays /i, 
col. 16, 11. 45-49. With this primacy placed 
on the gel assay results, the patent unmis- 
takably instructs one skilled in the art to 
measure RNase H activity, for purposes of 
claims 3 and 4* by using a gel assay. This 
establishes the gel assay as being both 
necessary and sufficient to measure RNase 
H activity for claims 3 and 4. r 'vs£ 
Although the written description might 
teach -a different mix of gel assay and 
solubilization results as sufficient to show 

20. See, '608 patent, col. 12, 11; 50-60 (describ- 
ing pRT601 as encoding MMLV RT); iff., cel. 

, 15, 1. 29— col. 16, 1. 32 (describing creation of 
deletion plasmid pRTdEcoRV-C from 
pRT601); ufc, col. 16, 11. 33-45 (explaining 

; comparison,, shown in Fig. 5, of RNase jH 
activity from mutated RT and wild RT). 

21. 5 In its opening brief to this court; Glontech 
did not set forth a separate argument for 
reading claims 12 or 13 to require a solubili- 
zation assay, to the exclusion of a gel assay. 
Instead, Clontech lumps claims 12 and '13 
into the argument discussed a'bove with re- 
gard to claims l and 4; In its reply,; Clontech 
raises a new argument in support of its con- 
tention that a gel assay was foreclosed by die 
stipulated definition of "substantially no 

' RNase H activity." 

This reply argument renews Clontech's ear- 
lier argument to the Special Master, with 
specific reference to claims 12 and 13. Inyi- 
trogen did hot seek permission to file a sup- 
plemental brief responding to this new con- 
tention, and the issue was not reached at oral 
argument. Nevertheless, we view this belated 
argument by Clontech as improper and do not 
consider it. See Novosteel SA v. United States, 



different levels of RNase • H activity* as 
explained above the , parties, concede that 
the claims speak only to a? %>mplete; ab- 
sence? jof suehiactivity. iThisjpnntSi the 
court directly to the passage discussed 
above, and establishes the gel assay . as 
determinative of the claimed behavior. 

For the same reasons, the specification 
even more strongly indicates that the gel 
assay is the proper means for determining 
compliance with claims 12. and 1SV each of 
which expressly references Fig. 5 in the 
patent and points the person ofcsidll in the 
art to this discussion in the speafication. 21 
Clontech's contrary reading simply cannot 
be squared with either the plain language 
of claims 12. or 13, or the relevant portions 
of the '60$ patent specification!,, „j 

<31ontech's arguments, to the contrary 
are without merit Clontech^ attemjjte. to 
link, the meaning of "no detectable" and 
"lacks" to; the stipulated definition Qf; "sub- 
stantially no RNase H activity". 22 Clon- 

284 F.3d 1261, 1274 (Fed.Cir.2002) (litigant 
waives argument not presented in opening 
brief). Clontech waived this argument by 
failing to raise : it in its opening brief on the 
cross-appeal. 

22. On June 22, 1999, the district court signed 
a stipulated order, denning an RT with ' 'sub- 
stantially no RNase H activity"! as ; ( 

a reverse; ' transcriptase:; purified to near 
homogeneity and having an RNase H : activi- 
ty of less than 0.001 pmoles [ *HJ(A) n solubi- 
lized in 20 minutes per <|/<t>g protein in a 
reaction volume of 50>x4"t>I wherein the : fj s 
- : H](A)i issolubilizeiltoma'f.^A 

substrate in which the [*HKA) n has a spe- 
cific radioactivity of 2,200 cpm/pmole. 
life Tecfe.'mc. v. Clontech Labs., Irid., slip 
op.. No. AW^96-4080 (D.Md. June 22, 1999) 
(stipulation and order). The parties agree 
that by its i terjns, testing RT RNase H activity 
against this stipulated definition requires us- 
ing a solubilization assay. "* : 
This stipulated definition corresponds, not 
. surprisingly, verbatim to the definition of 
"substantially no RNase H activity" in the 
common written description of the patents-in- 
tuit: See, e.g., '608 patent, col. 9, 11. 21-26. 
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tech argues that these terms must irie^ 
less RNase > H aetivifeyi than the amount 
satisfying the stipulated definition ?of *sufe- 
stantially no RNase H; activity" in the T97 
and '005 patents. We'disagree. 

[301 First, Clontech points to the '608 
patent prosecution history. The court ex- 
amines the prosecution history, when 
pointed out and placed in evidence, to as- 
certain if a proffered claim construction 
has beert disclaimed. See 415 F:3d 1303, 
1317, 415 F.3d 1278, 1286-87; Medrad; 
Inc. v. MRl Devices Corp!, 401 F.3d 1313, 
1319 (Fed.Cir.2005) ("We cannot look at 
the ordinary meaning of the term . . . in a 
vacuum. Rather, we must 7 look at the 
ordinary meaning in the context of the 
written description' and the prosecution 
Mstbry^); ^Vitvomes, SO F.3d at 1582. 
Clontech argues that claim 1 of the '608 
patent' (and thus the dependent claims 3 
and 4), as originally filed, required -sdb- 
stantialiy no" "instead of- ^iubftfcit&^'*&- 
duced" RNase H activity. But as Clon- 
tech further notes, Invitrbgen cancelled 
those originally-filed claims and added 
new claims drawn to the "substantially 
reduced RNase H activity" limitation in 
the issued claim 1. Indeed, as Invitrogen 
observes, it cancelled those original limita- 
tions by preliminary amendment with its 
continuation application, meaning the 
"substantially no RNase H activity'' limita- 
tion was never presented to the PTO for 
examination as part of the '608 patent. 
Nonetheless, because Invitrogen sought, in 
the prosecution, to distinguish prior art 
having "reduced" RNase H activity, Clon- 
tech concludes "substantially reduced" 
must mean less RNase H activity than the 
failed "substantially no" limitation in the 
original claim. 

[31] To the extent that this represents 
a prosecution disclaimer or prosecution 
history estoppel argument, it falters on 
the principle that the prosecution of one 



claim terntf'Bv . a parent application will 
generally riot limit different claim lan- 
guage in a continuation application.. See 
Mies<}Nti[korri£^ Inc.^ 346 

m& 3374, -1383 {FediCir.2003)f AlrSiU 
Cbrp> vi VSI Int'U Inc., 174 F.3d 1308, 
1322 (Fed.Cir.i999); cf: Bwgen, Inc.* v. 
BeHex Labs., %nc, 318 F.3d 1132, 1141 
(Fed.Cir^003)"K"When an applicant is 
seekmg different Claims m ai divisional, ap- 
plication; estoppel generally -doeB not arise 
from the prosecution of the parent."). Al- 
though the court recognizes an exception 
where an amendment t0' a related limita- 
tion -in- the p'arent ; appTicatioh distin- 
guishes prior art arid thereby specifically 
disclaims a later (though differently word- 
ed) limitation in%he continuation applica- 
tion, see, e-jr., Elkay Mfg: Co. v? EBCO 
Mfg. Co., 192 F3 d 973,; 978-^79 (Fed.Cir. 
1999), Clontech. nowhere explains 'how 
that exception would apply in this case. 
Nor does Clontech ,exp}ain. hoW' any prior 
art distinguished in the '797, '005, or '608 
patent prosecutions operates to disclahri 
use of a gel assay to. show "'complete, ab- 
sence" of RNase H activity in claims 3 
and 4 of the '608 patent. The prosecution 
history presented to the court does not 
impose such a limitation. The fact that 
the parties, stipulated to a definition jof 
"substantially no RNase H activity," 
drawn verbatim from the wording Of an 
express definition in the written descrip- 
tion, does not mandate that the different 
limitations at issue here be given the 
same construction. To the cbntrary, the 
use of the distinct tenris "substantially re- 
duced" and "no detectable" and "hicks" 
canonically suggests that these limitations 
be given a different scope than the limita- 
tion to which the parties stipulated. See 
Comark, 156 F.3d at 1187. 

Second, Clontech argues that the district 
court's ; "complete absence" definition, by 
its plain meaning, requires 'construing 
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claims 3 and 4 consistent with the stipu- 
lated definition of "substantially no RNase 
H activity in the 797 and '005 patents. 
Nothing in the notion qf "complete absence 
of RNase H activity" in the '608 patent 
requires consideration in view of the "sub- 
stantially no RNase H activity" limitation 
set forth in the '797 and '005 patents and 
defined by the stipulated order. Nor is it 
proper to read provisions in the '608 pat- 
ent written description, pertaining to the 
"substantially no RNase H activity" limita- 
tion in the parent applications, into the 
meaning of claims 3 and 4 in the '608 
patent. See id., 156 F.3d at 1186-87 (dis- 
cussing the prohibition against reading 
limitations from the specification into the 
claims). These are not, as Clontech pre- 
supposes, isolated terms with abstract 
meanings amenable to easy comparison 
such as by referencing a thesaurus; rath- 
er, these are claim terms With defined 
meanings rooted in the particular context 
of "different ^patents arid pat^t-'daiihs; * 

Thus, the court finds no error in tire 
district court's analysis, under which the 
complete absence of RNase H activity for 
claims 3, 4, 12, and 13 must be shown by 
the gel assay as set forth in the written 
description of the '608 patent. 1 

[32] Finally, Clontech contends the 
district court erred m failing to credit fac- 
tual disputes precluding partial summary 
judgment of literal infringement First, it 
argues that the district court ignored the 
disagreement between Dr. Falldnham, its 

23. Stacy W. Blain & Stephen P. Gaff) Nu- 
clease Activities of Moloney Murine Leukemia 

' Virus Reverse Transcriptase: Mutants with Al- 
tered Substrate Specificities, 268 J. Biological 
Chemistry 23585 (1993) ("Blain & Goff 
.1993"). In that article Blain and Goff explain 
D524N comprises a point mutation to the 
wild-type MMLV RT gene. Id. at 23586r87. 
The article concludes that the D524N mutant 



expert, and dr.. Champouxv lavitrogen's 
expert, regarding how to interpret gel as- 
says measuring the PpwjrS^pt RT 
RNase H activity. Second^Clqntech main- 
tains, that gel assay results from 1993, in 
an article by Blain and -Goff regarding the 
D524N mutant RT, proved; ;jthat , the RT 
had measurable RNase H activity and thus 
could not infringe the claims at issue. 2 * 
W^disagree^ ~.v. -x--^ x>i . 

Although Falldnham and Champ-dux dis- 
agreed regarding how to interpret Invitro- 
geri's gel assay evidence, measuring 'the 
PowerScript RT RNase H activity, the 
district court correctly determined that 
FaUrinham's disagreement did riot create a 
genuine dispute for infringement. Cham- 
poux explained that a gel assay works by 
separating moie^es accordirig to their •> 
size. Similarly sized fragments move to 
the same location on the gel. The RT, by 
its RNase H activity, cute mRNA into 
fragments. As Champoux explained, the 
resulting fragments sfiouTdWhave a random 
size distribution; because the RT cuts the 
mRNA at random points. This appears on 
a gel assay as a visual "smear," since the 
differently sized fragments will sort to dif- 
ferent positions in the gel assay lane. But 
without RNase H activity, the mRNA will 
remain intact. . All similarly sized mRNA 
molecules migrate to the same location, in 
the gel assay, manifested visually as a 
band at a particular location. The district 
court found this explanation consistent 
with both the '608 patent specification, as 
it discusses gel assay, 24 and the usage in a 

RT had between 10 and 25% the RNase H 
activity of wild-type MMLV RT. 

24. The '608 patent specifically calls for us- 
ing a gel assay to assess "the- effect of cDNA 
synthesis upon the integrity of the template 
RNA." '608 patent, col. 14, U. £-7. It de- 

; - scribes Fig. 5— a gel assay result—as demon- 
strating pRT601 (a wild-type MMLV RT) 

• "totally ! degraded" a 2.3 kilobase ; mRNA 
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19% article by:Blainiand Gott% 

Falkihnam offered a very different'view 
of how? f gel assay works. He opined fhat 
Invitrogfetfs g'ef assay experiments must 
be understood by evaluating the area of 
the bands::representihg 'the mRNA frag* 
mentS' left after closure to tiie Pxiwer- 
Script RT, ! Claiming that Invitrogen ? s test 
results showed the "band area' to be de^ 
creasing with incubation time, Falkinham 
concluded tha^ this could only . be explained 
by .the presence of RNase H activity. He 
explained that the fragments product by 
such activity could not; be seen because 
tiiey ^d^ ; haye^ <l %^_.s^.''' Nowhere 
did Falkinham "' explain why ' the Power- 
Script RT would only create small sized 
fragments with its RNase H activity, nor 
reference any theory explaining— -or evi- 
dence confirming— this behavior. 2 "" " ' ■ ' ' 

'[381 The district court correctly con- 
cluded that, "Dr. FaUaiAam's jasser^^ 

faptf-J" Infringement 4#v&#$-13|ven 
that there is no dispute that Blain,and Qoff 

• .j ,?rT0fj 1 .E-7n!GC- n** yJsiiFM -is ■' 'li*i£; 
template after five minutes of synthesis. '608 
patent, col. 16, 11. 36-^38. As Champoux ex- 
plained. Fig. 5b Shows- a 1 "smear" or distri' 
bution of fragment sizes in- .the. five minute 
lane of the gel assay. , By comparison, -^el 
assay confirming the claimed mutant RT 
"completely lackted]" RNase H activity 
shows a clear 'band at 2.3 kilobases. 
See '608 patent. Fig. 5a & col. 1*. U: 33-^40. 

25. Stacy W- Blain & Stephen P ; . Goff, Differ- 
ential Effects of Moloney Murine Leukemia 
Virus Reverse" Transcriptase Mutations oh 
RNase H Activity in Mg**and Mn**; 271 J. 
Biological Chemistry 1448 (1996) ("Blain & 
Goff 1996"). • ; , jV - 

Neither side disputed that Blain and Goff 
were persons of ordinary skill in the art. -In 
the 1996 article, Blain and Goff used gel 
assays to measure the RNase H activity, of 
various RT samples. Consistent with Cham- 
poux 's explanation, Blain and Goff relied on 
the proposition that identically sized frag- 
ments should migrate to. the same position, 



were persons of ordinary skill ai<the art, 
and given the - accord between Blain atid 
Goff, the "608 patent, and Champoux on 
how to read a :: gel assay, no reasonable 
juror could find for Clontech based oh 
Falkinham's speculative difference of opin<- 
ion: 16 " A party does not manufacture more 
than a merely colorable dispute simply by 
submitting ah expert declaration asserting 
that something is' black when the moving 
party's expert s^ys St is white; , there must 
be some foundation of basis for the opin- 
ion. See Anderson, 477 ths. "at 247-48, 
106 S.CL 2505 ("tT^ie mere existence of 
some alleged factual dispute beWeen the 
parties will not defeat an otljerwisl prop- 
erly svn^orted. motion for mmmiafy judg- 
ment^. B^ad FaUtin^am^ cited some basis 
f^r. ; pptoion^ .tiiat tiie RNase K. would 
yield; "sina^ ^izefl" .mRNA, .fragmients, 
€)ontedi ; ;nay 3 ^a^ identified, a genuine 
issne f: But^he did npt, r and this portion of 
his djeelarjt^i^ 

summary judgment. . See Aruj^rs^ ATI 
U.j3..'at 20?-&), 106 ^Ct. 250? (nolj§uig 

r and form a band, in a gel assay iane. See 
Blain & Gbff 1996, supra at 1449^51. ; More- 

:rover; discussing! a '"smear" ian one gel assay; 
id. at 1450, fig. 2, lane 7, tiiey explained it 
"presumably corresponded to a heterogenous 
population of DNA with various sized RNA 
species still annealed." Id. at 1451. E.g., a 

. "smear" indicates^as Champoux explained — 

. a mixture of differently sized molecular frag- 
ments. . ... . ;.. . 

26. ; Clontech : argues - that the district - - court 
made; improper, credibility determinations in 

. concluding Falkinham failed to raise a genu- 
ine issue, compelling vacatur. Although the 
Special Master did write "the credible evi- 
dence overwhelmingly supports Dri Cham- 
poux," Invitrogen R & R at 8, we do not' read 
the .court's opinion as relying oh a credibility 
determination. Elsewhere, the Master specif- 
ically explained Falkinham's assertions failed 
to create a genuine issue; arid, moreover, the 
Master follows the "credible evidence" state- 
ment with detailed discussion of the compet- 
ing evidence. 
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that insufficiently, probative evidence -will 
not prevent summary judgment). , 

'The district court also correctly deter- 
mined that Blain and Goffs; 1993 results 
did not create a genuine issue. -Although 
the 1993. paper reported some measurable 
RNase H activity in the D524N mutant 
RT, from which Clontech derived its Ppw- 
erScript RT, the 1996 paper reveals error 
in that 1993 measurement. The 1993 arti- 
cle described results from a gel assay that 
was comparable to neither the- one de- 
scribed in the patent, as conducted '"by 
Caiampoux; nor the one discusSed in ' : the 
1996 article by Blain and Goff. In the 1996 
artidethey explained why their 1993 re 1 
sutt> wSs a^dihalOTiS '"arid^c*^4ha# ^ 
D524N mutant had? nb RNase « activity. 
T*e ; 1'996 paper was; mofivafeed 'by, aid 
6^cted> at, explaining why -the l^ test 
results- were wrong. NohethelesS; : 'Glen<- 
fB£tf'&rjW'"*ife 'if f a^ythtnf'^ 4d 7 be 
drawnmn*^ rim'$it&^iMPtofr 
elegit ' is the finding" that PowerScnpt 
(D524N) has measured RNase Jl activity 
. ... and thus cannot infringe as a matter of 
law." We disagree. " 

As Invitrogen observes, the 1996 article 
reports that— when problems with the gel 
assay substrate from 1993- are corrected, 
and using gels corresponding to those de- 
scribed in the '608 patent specification and 
used in Irivitrogen's assay— D524N 
showed no RNase H activity. Noting this 
fact, and noting the 1993 gel assay did hot 
correlate to the gel assay described in 
the '608 patent, the district court correctly 
determined that the 1993 results were not 
relevant to the infringement analysis. In- 
fringement R & R at 12. Thus, nothing in 
theSe articles creates a ' genuine dispute 
that would prevent partial summary judg- 
ment of infringement. ' 

Because Clontech shows no error in 5 the 
partial summary judgment that its Power- 



Script RT literally infringes claims ;3,?4j< 12, 
and 13 offthfi '60&patent, we^ajErm; 

i\ s ' w'f.itn - i'.ia'tJ-y.:- ^y-.i.i&'V. m , 
'■■.'TUViivozn i^Mv^ :^nb.y- * '■:■■.<■■■ : . 

We hold as follo^? ^First, we vacate the 
judjgmeirt''of 'lnr»^ih1^|fil^f _'«^cf-^-|^U$ ; Jftttifet 
cbtofs partial sunWai$ jud|^ent £ bn 
Golfs conception. Sfeeohd,;we attftw the 
partial • summary judgmehti" 3 thkt tne 
€tim&**m®c* enabled, aifd 
satisfy the written de^pison^uirement 
of § 112. finally, we affiflB ; <the partial 
summary judgment that ChjntechtefFower- 
ScriptRT literally infringes claims Sp4, 12, 
and 13 of the '608 patent. nWeremand for 
further proceedings consistent with this 
opinion. ,. s;t 

--■ . >i ^ - COSTS < ; - 

No costs. ■-' y): ''- 

: ■tl./hfr '•S'jr'TS'i'''.-./' 

■ (o I wnummrsysiwV h&Avr 
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Background:; Limited partnership and its 
partners,- which sought commercial and 
residential development of former ranch, 



